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The European “Community Trade Mk”: Is It Worth The Bother?

1. INTRODUCTION

The European Union (EU)," with over 370 million consumers, con-
tains five of the world’s richest countries.” Prior to 1996, a single system
to protect trademarks throughout this vast market was unavailable?
Trademark protection in the EU relied exclusively on the protection
afforded individual trademarks in the individual Member States. Al-
though the protection of registered trademarks has become more uni-
form as the result of harmonization efforts,* Union-wide protection of a
trademark still required filing registration applications under thirteen
different trademark registration systems, in eleven different languages.
As a result, obtaining protection for a trademark throughout the EU
was difficult, time consuming, and expensive. The creation of the
“Community Trade Mark” (CTM) alleviated some of these problems
by prsoviding “one procedure, less money and rights for the whole mar-
ket.”

The existence of the CTM is the result of a slow but constant proc-
ess beginning with the first proposal for a CTM in 1964.° Since the ini-
tial proposal in 1964, the EU has evolved, growing from six original
Member States to fifteen today.” Alternatives to a CTM, such as the

1. Formerly the European Communitiy, the name was officially changed to the Euro-
pean Union in the Maastricht Treaty. See infra note 16.

2. Christopher Mackenzie, Europe is Britain’s Business, THE INDEPENDENT, Feb. 4,
1997, at 15.

3. OFFICE FOR HARMONIZATION IN INTERNAL MARKET (TRADE MARKS AND
DESIGNS), The Trade Mark and Internationalization of Markets: Instruments Available Before
Creation of the Community Trade Mark (Jan. 7, 1996), available from the EU website at
<http://europa.eu.int/agencies/ohim/english/gen_info/gen_info.htm>.

4. See Council Directive No. 89/104, 1989 O.J. (L 40) 1, reprinted in Appendix A
[hereinafter Directive 89/104]. This information is provided in the appendix because many
standard libraries containing intellectual property law material do not maintain European
Union materials.

5. James Nurton, All Eyes on Alicante, MANAGING INTELL. PROP. (Apr. 1996)
(quoting Jean-Claude Combaldieu, President of the Office of Harmonization in the Internal
Market (trade marks and designs)).

6. Fabrizio Jacobacci, Trade Mark Yearbook: The European Community Trade Mark,
MANAGING INTELL. PROP. 56-60 (1996), available in LEXIS, NEWS Library, CURNWS File.

7. The fifteen members of the EU are Belgium, France, the Federal Republic of Ger-
many, Italy, Luxembourg, the Netherlands, Denmark, Ireland, the United Kingdom, Greece,
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Madrid Protocol,’ have also recently become available to protect a
trademark throughout the EU and beyond. The necessity of a CTM,
therefore is questionable.

This Note analyzes the CTM and its alternatives. Part I briefly de-
scribes of the treaties creating the EU and its government.” Part II pro-
vides a history of trademark protection in the EU. Part III compares
and contrasts EU trademark protection under Directive 89/104° re-
quiring harmonization of Member State trademark laws to the added
protection under the CTM created under Council Regulation 40/94."
Part IV suggests and evaluates alternatives to a CTM, and Part V high-
lights benefits of the CTM legislation as enacted. This Note concludes
that the CTM is the best alternative that serves to satisfy the single
market goal of the EU while providing EU-wide trademark protection.

II. THE EUROPEAN UNION

The EU is a coalition of independent sovereign countries bound to-
gether by treaties.” The original members of the EU are Belgium,
France, the Federal Republic of Germany, Italy, Luxembourg, and the
Netherlands. The six original members were joined by Denmark, Ire-
land, and the United Kingdom on January 1, 1973, by Greece on Janu-
ary 1, 1981, and by Spain and Portugal on January 1, 1986. Austria,
Finland, and Sweden were added on January 1, 1995 for a total of fif-
teen Member States.

The European Economic Community Treaty (the “Treaty”).” and
the European Atomic Energy Treaty (EURATOM Treaty), both
originally signed in Rome on March 25, 1957, combined with the Euro-
pean Coal and Steel Community Treaty (ECSC Treaty)® signed in

Spain, Portugal, Austria, Finland, and Sweden.

8. Protection of Intellectual Property Rights, Protocol Relating to the Madrid Agree-
ment Concerning the International Registration of Marks art. 3bis, 1991 B.D.LEL. AD
LEXIS 89 (June 27, 1989) (hereinafter Madrid Protocol).

9. For more on the formation of the EU see David O’Keeffe, Blaine Sloan Lecture:
Current Issues in European Integration, 7T PACEINT’LL. REV. 1 (1995).

10. See Directive 89/104, supra note 4.

11. 1994 O.1. (L 11) 1, reprinted in Appendix B [hereinafter Regulation 40/94).

12. Mark L. Jones, TREATY ESTABLISHING THE EUROPEAN ECONOMIC COMMUNITY
(TREATY OF ROME), 2 BD.LE.L. 3, § A(1) (Nov. 1989), available in LEXIS, EURCOM Li-
brary, BDIEL File.

13. Mar. 25, 1957, 298 U.N.T.S. 11. The EEC Treaty was later renamed the EC Treaty
following the signing of the Maastricht Treaty.

14. Mar. 25, 1957,298 U.N.T.S. 259.

15. Apr. 18,1951, 261 U.N.T.S. 140.
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Paris on April 18, 1951, serve as the basis for today’s EU.”® The various
treaties are the result of efforts by the individual countries to form a
political union through “economic convergence and integration.” The
EEC Treaty in particular provides for a general common market and
has emerged as the primary document.” The ECSC Treaty and the
EURATOM Treaty have been relegated to matters that fall within
their limited scope.” ,

In 1986, the quest for a single internal market accelerated with the
signing of the Single European Act (SEA),” amending the EEC
Treaty.” The principal purpose of the SEA was to initiate the har-
monization of laws among the Member States of the EU.* The Treaty
on European Union (Maastricht Treaty)® was signed in 1992, expand-
ing the scope and effect of the EEC Treaty from simple economic inte-
gration.” The Maastricht Treaty set a goal for full economic and mone-
tary union and the creation of a single currency by January 1, 1999.%

Four EU governmental institutions have the power to adopt legally
binding acts on the Union: a European Parliament, a Council, a Com-
mission, and a Court of Justice. The Council, however, is the primary
legislative body for the EU. The European Parliament and Commis-
sion have a more supervisory and advisory role, respectively, while the
Court of Justice serves to interpret the Treaty and legislation in dis-
putes.

The Commission issues non-binding recommendations and opinions
which is often enacted by the Council into binging legislation.”® The
Council may further the goals of the EU Treaty through three different
forms of legislative acts that are legally binding on the Member States:
Regulations, Directives, and Decisions.”

A Regulation is an act of general application on the Member States

16. Jones,supranote 12, at § A(1).

17. David O’Keeffe, Blaine Sloan Lecture: Current Issues in European Integration, 7
PACEINT'LL. REV. 1,7 (1995).

18. Jones,supra note 12, at § A(1).

19. Id

20. 1987 0.J.(L 169) 1, corrected in 1987 O.J. (L 304) 46.

21.  GUY TRITTON, INTELLECTUAL PROPERTY IN EUROPE 3 (1996).

22. Id

23, 1992 0.J.(C224) 1.

24, Id

25. Id

26. TRITTON, supra note 21, at 5.

27. E.C. INTELLECTUAL PROPERTY MATERIALS xii, (Anna Booy & Audrey Horton
eds., 1994).
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that normally requires no further action by a Member State other than
compliance.” Regulations are directly applicable to all Member
States.”

A Directive specifies a desired result that the Member States must
achieve.”” Member States must enact national legislation specifying the
means by which to achieve the Directive’s goal.” In the absence of im-
plementation of national legislation in accordance with a Directive, an
individual may rely on the direct effect of the EU legislation.”

A Decision is a narrow act that applies to only specific parties or
Member States.® Obligations arising from a Decision are only bind
only the parties to which they are directed.* Decisions that are di-
rected at Member States are treated the same as Directives.”

III. TRADEMARK PROTECTION IN THE EU

Trademark protection in general, derives from the attempts of early
merchants and craftsmen to distinguish their products and services from
those of others.”® The marking of one’s work was practiced in prehis-
toric times.” Greek and Italian potters in the fourth century B.C. im-
printed factory marks on vases.”

Throughout Europe’s Middle Ages, merchants were required to
mark their products to identify the goods’ producers.” In France, a
1426 Ordinance of the Corporation of Painters of Bruges made the
failure to register painters’ marks a punishable offense.” These
“proprietor marks” were used to identify producers of inferior goods.”
As a result, proprietor marks were considered a liability.”

28. Id
29. TRITTON, supra note 21 at 8.
30. I
31. Id

32. Id at 9 (citing Case C-322/88, Grimaldi v. Fonds des Maladies Professionelles
(1989) E.C.R. 4407; (1991) 2 C.M.L.R. 265). -

33. E.C.INTELLECTUAL PROPERTY MATERIALS, supra note 26, at xii.

34. TRITTON, supra note 21, at 9.

35 Id

36. FRANK IsAaC SCHECHTER, THE HISTORICAL FOUNDATIONS OF THE LAW
RELATING TO TRADEMARKS 19 (1925)

37. Id. at20.

38 Id

39. Id. at38.

40. Id. at39.

41. SCHECHTER, supra note 36, at 38.

42, Id
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Disputes over marks signifying origin in England can be traced
back to 1440 where a complaint of infringement was brought before the
Mayor and Aldermen of London by William Hobold.® In this case, a
baker from outside of London began baking bread for sale in London
with three “prikkys,” the mark of bread from the baker house of Wil-
liam Hobold in Clement Lane.* At this time, bakers were required to
mark their products with a distinctive mark to designate the products
origin. It appears that William Hobold complained of infringement on
his mark out of fear of being held liable if the counterfeit bread was

found unsatisfactory by unwary consumers.” The Mayor and Alder-
men, in effect, granted William Hobold an injunction, enjoining the out
of town baker from affixing the three “prikky” mark upon bread sold
in London.”

A trademark as arepresentation of goodwill began to appear as
merchants sold their goods outside of their local area.” Consumers be-
gan to recognize individual marks from specific merchants or areas as
marks of quality.® For example, in the fifteenth century, linen bearing
the mark of the English town of Osnabriick commanded a price twenty
percent higher than linen produced in the surrounding area.” The
transformation of certain marks from a liability to an asset created ad-
ditional incentive to provide protection of the marks from use by oth-
ers.

Protection of marks in the courts can be traced back to a 1618 case
in England that was referenced in Southern v. How." Southern was
first reported in 1656 in Popham’s Reports.* The 1618 case involved
the infringement of the plaintiff clothier’s mark in the reign of Eliza-
beth.” The Common Pleas judge, Dodderinge, held that the plaintiff
clothier had a cause of action against the defendant for affixing the
plaintiff’s mark on the defendant’s inferior product.”

Initially, in the EU, trademark protection relied exclusively on the

43, Id. at 54.

4. Id

45. Id at55.

46. SCHECHTER, supra note 36, at 54,

47. Id at78.

48. Id.

49. Id. at 79-80 (citing H. POTTHOFF, Die Leinenleggen in der Grafschaft Ravensburg
38-9).

50. Id. até.

51. SCHECHTER, supra note 36, at 7.

52. Id. at75

53. Id
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protection afforded individual trademarks in the individual Member
States. The various national laws were so different that recognition of
trademarks across Member State’s borders was very difficult. This dif-
ficulty in maintaining consistent trademark protection across Member
State borders served to partition markets in direct contravention of the
stated purpose of the EEC Treaty.

In response to the incongruity of trademark laws and the passage of
SEA,” the European Council enacted Directive 89/104 in 1988, with the
purpose of harmonizing the various trademark laws among the Mem-
ber States.” In addition, in 1993 the Council enacted Regulation 40/94,
establishing the CTM entitling trademark protection across all Member
State borders independent of the individual national laws governing
trademarks.”

The balance of this Note will examine the similarities of these two
major trademark legislative acts. Possible alternatives to a CTM are
then discussed to show that the CTM uniquely satisfies the EU’s goal of
a single market while maintaining sovereignty of the Member States.
Finally, benefits and attributes of the CTM as enacted are highlighted
further justifying its creation..

TIV. DIRECTIVE 89/104 AND THE REGULATION

Directive 89/104 (the “Directive”) was enacted “to approximate the
laws of the Member States relating to trademarks” in order to resolve
the differences in trademark laws between the Member States.® By
approximating the laws of the Member States, the Council intended to
reduce disparities which may impede the free movement of goods and
freedom to provide services within the common market.® The Direc-
tive provides specific direction as to the contents of the laws that must
be adopted by the Member States in order to obtain harmonization of
the trademark laws.”

Under the Directive, all Member States were required to modify
their existing laws in conformance with the act not later than December
28, 1991, later amended to December 28, 1992. The Directive did not

54. See generally WALTER J. DERENBERG ET AL., EUROPEAN TRADEMARK LAW
AND PRACTICE (1971).

55. See supra note 22 and accompanying text.

56. 1989 OJ. (L 40) 1, reprinted in Appendix A (hereinafter Directive 89/104).

57. 1989 Q.). (L 11) 1, reprinted in Appendix B (hereinafter Regulation 40/94),

58. Directive 89/104, supra note 56, Introduction.

59. Id

60. Seeid
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affect the Member States’ rights to determine procedures for registra-
tion, revocation and invalidation of trademarks. Conditions for ob-
taining and maintaining a registered trademark in each Member State,
howeyver, are prescribed. Trademarks acquired through use, if recog-
nized by the Member State, were not addressed or affected by the Di-
rective.

The effect of the Directive was to standardize the treatment of
trademarks throughout the EU. The Directive furthered the EU goal
of a single common market, however, allowing protection for a trade-
mark Community-wide still required filing applications under thirteen
different trademark registration systems, in eleven different languages.
The next significant step for trademarks in the EU is the Regulation
(the “Regulation™) establishing the CTM.

The Directive and Regulation only encompass marks that are or
may be the subject of registration or an application for registration.”
The Directive applies to registered marks or applications for registra-
tion in any Member State, the Benelux Trade Mark Office,” or any
country where registration of the trademark will have an effect in a
Member State.” The Regulation applies only to a CTM.* Therefore,
the two EU legislative acts do not affect trademarks that are acquired
through use and are not registered.

The scope of the EU legislation encompasses every trademark for
goods and services that are subject to registration as described above.”
Furthermore, the legislation applies to the registration of an individual
trademark, a collective mark, or a guarantee or certification mark if the
mark is the subject of registration in a Member State.* The Directive
and the Regulation limit registered trademarks to marks that can be
represented graphically and are capable of distinguishing the marked
goods or services from other goods or services.”

The grounds for refusing to register a trademark are identical in
both the Directive and the Regulation. A trademark may be refused

61. Id. atart. 1; Regulation 40/94, supra note 57, at tit. I, art. 6.

62. The Benelux Trademark Office is the result of a treaty between Belgium, Nether-
lands, and Luxembourg for the registration of a trademark valid in those three countries. See
Benelux Convention on Trademarks, Mar. 19, 1962, 704 U.N.T.S. 342.

63. Directive 89/104, supra note 56, at art. 1.

64. Regulation 40/94, supra note 57, at tit. I, art. 1, 1.

65. Id

66. Directive 89/104, supra note 56, at ast. 1; Regulation 40/94, supra note 57, at tit.
V11, art. 64.

67. Directive 89/104, supra note 56, at art. 2; Regulation 40/94, supra note 57, at tit. 1I,
§1, art. 4.
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registration if it is indistinctive, descriptive, functional, deceptive or
contrary to Article 6fer® of the Paris Convention for the Protection of
Industrial Property (the “Paris Convention”).” Trademark registration
can also be refused if the proposed marks are prohibited by other laws
of the Member State or EU, cover religious or highly symbolic signs,
include badges, emblems and escutcheons without consent from legisla-
tion, or if the registration is made in bad faith.”

An indistinctive, descriptive, or functional mark may be registered,
however, if it has acquired distinctiveness through use.” The Directive
allows the Member States to determine whether distinctiveness may be
acquired after applying for registration.” The Regulation requires ac-
quisition of distinctiveness through use before the mark is registered.”

In addition, the two EU legislative actions include grounds to refuse
to register a trademark if the mark conflicts with the rights of other
earlier marks within the EU.” Earlier marks include marks registered
as a CTM, a trademark in a Member State, a trademark registered un-
der an international agreement which has effect in a Member State,
pending applications for a trademark subject to registration, and un-
registered trademarks well known in a Member State.”

The Directive and Regulation further prohibit registration of a
trademark that is likely to cause confusion among the public with other
trademarks or that would allow the applicant to take unfair advantage
of, or be detrimental to, the distinctive character or repute of an earlier
mark established within the EU.”

The legislation does allow registration of a trademark that conflicts

68. Article 6ter of the Paris Convention for the Protection of Industrial Property,
opened for signature Mar. 20, 1883, 21 U.S.T. 1629 (revised July 14, 1967), prohibits the use of
“armorial bearings, flags, and other State emblems, of the countries of the Union, official
signs and hallmarks indicating control and warranty adopted by them, and any imitation from
a heraldic point of view” without authorization by the competent authorities.

69. Directive 89/104, supra note 56, at art. 3; Regulation 40/94, supra note tit. II, § 1,
art. 7.

70. Directive 89/104, supra note 56, at art. 3; Regulation 40/99, supra note 57, at tit. I,
§1,art.7.

71. Directive 89/104, supra note 56, at art. 3; Regulation 40/94, supra note 57, at tit, II,
§1,art.7.

72. Directive 89/104, supra note 56, at art. 3; Regulation 40/94, supra note 57, at tit. II,
§1,art. 7.

73. Regulation 40/94, supra note 57, at tit. IT, § 1, art. 7, § 3.

74. Directive 89/104, supra note 56, at art. 4; Regulation 40/94, supra note 57, at tit, II,
§1,art. 8.

75. Id.

76. Id.
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with an earlier mark if the holder of the earlier mark consents to the

registration.” The holder of the earlier trademark may lose the right to
oppose the use of the later mark if the holder acquiesces to the use for
a period of five years.” Trademark registration provides the registrant
with the right to exclude others from using an identical or similar mark
that is likely to cause confusion among the public.”

The right to exclude, however, does not include the right to prohibit
a third party from using, in the course of trade, the third party’s own
name or address.” Additionaly, the right to exclude also may not be
used to create a barrier for others to compete in the market.” Registra-
tion of a trademark does not provide a right to exclude a third party
from using a valid, previously acquired, legal right in the mark.® The
right to exclude others does not extend to a trademark holder if the al-
leged infringer received permission from the holder prior to use of the
mark.® However, the trademark holder may revoke consent to use a
mark for legitimate reasons.™

The principle vehicle for administering The Regulation is the Office
of Harmonization in the Internal Market (the “Office™) (trade marks
and designs),” which opened in Alicante, Spain on January 1, 1996.
The Office accepts CTM registration applications™ and examines them
for registrability.” The Office also administers the opposition pro-
ceedings, maintains the Register of Community Trade Marks,” and
publishes the Community Trade Marks Bulletin and Official Journal.”

The Directive and Regulation profess the same scope and contain

71. Id.

78. Directive 89/104, supra note 56, at art. 9; Regulation 40/94, supra note 57, at tit. VI,
§ 3, art. 53,

79. Directive 89/104, supra note 56, at art. 5; Regulation 40/94, supra note 57, at tit. II,
§2,art. 9.

80. Directive 89/104, supra note 56, at art. 6; Regulation 40/94, supra note 57, at tit. II,
§ 2, art. 12,

81. Id

82. Id

83. Directive 89/104, supra note 56, at art. 7; Regulation 40/94, supra note 57, at tit. If,
§ 2,art. 13,

84. Id

85. Regulation 40/94, supra note 57, at tit. I, art. 2. (The address of the Office for Har-
monization in the Internal Market (trade marks and designs) is Avenida de Aguilera 20, E
03080, Alicante, Spain. Tel: (+34)6 5139 100, Fax (+34)6 5139 173.)

86. Id. attit. III, § 1, axt. 25.

87. Id. attit.IV, §1,art. 36.

88. Id attit. IX, § 3, art. 83

89. Id. attit.IX, § 3, art. 85.
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the same requirements for the registration of a mark. The single most
significant difference between the two legislative actions is the breadth
of geographic protection provided. The Directive requires a Member
State to enact laws in accordance with the Directive that are effective
only within the borders of the Member State.® The Regulation, how-
ever, provides protection for a registered trademark throughout the en-
tire EU by establishing trademark law that overlays existing Member
States’ laws and is enforceable throughout the EU.”

Due to the similarities between the Directive and the Regulation,
the necessity of establishing a CTM is questionable. The creation of a
CTM with the accompanying structure and administration provided in
the Regulation is not inexpensive. Therefore, something aside from a
desire to spend EU money must exist that serves to promote the estab-
lishment of the CTM over less burdensome alternatives.

V. IDENTIFICATION AND EVALUATION OF ALTERNATIVES TO A
CT™

Four possible alternatives” to a CTM are: enact a Council Directive
requiring recognition of Member State trademark laws for all trade-
marks registered after enactment; enact a Council Directive requiring
recognition of EU-wide injunctions imposed by a Member State court;
enact a Council Regulation providing EU courts with jurisdiction over
trademark cases; or adopt the “Madrid Protocol,” an international

agreement that recognizes and allows enforcement of trademarks regis-
tered in countries party to the agreement.

In order to determine which, if any, of the proposed alternatives are
better than the legislation establishing a CTM, criteria for evaluating
the alternatives. Criteria such as cost and ease of implementation
plays a part in making a choice. The ability to achieve established
goals, however, must be the determining factor. If an alternative does
not achieve the goals of the EU, no matter how inexpensive or easy to
implement, it is unacceptable.

The goals, and resulting criteria, are found in the Treaties estab-
lishing the EU.” The primary goal as stated in the EEC Treaty reads as

90. Directive 89/104, supra note 56, at art. 1.

91. Regulation 40/94, supra note 57, at tit. I, azt. 1.

92. These alternatives are suggested by the author in order to illustrate the difficulties
encountered in devising a means to provide trademark protection that meet the goals of the
EU. The author is not suggesting that these alternatives were considered during the evolution
process of the CIM.

93. GUY TRITTON, INTELLECTUAL PROPERTY IN EUROPE 5 (1996).
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follows:
It shall be the aim of the Community, by establishing a common
market and progressively approximating the economic policies
of Member States, to promote throughout the Community a
harmonious development of economic activities, a continuous
and balanced expansion, an increase in stability, an accelerated
raising of the standard of living and closer relations between the

States belonging to it.™

This goal of harmoniously creating a common market should re-
main the driving force for all EU legislation and cannot be discarded.”
Action in furtherance of Treaty goals is, however, tempered by the
“principle of subsidiarity” which limits acts by the Union to the powers
conferred upon it by the Treaty and the objectives assigned to it
therein.® The EEC Treaty only provides for “the approximation of
laws of the Member States to the extent required for the proper func-
tioning of the common market.”” Therefore, the basis on which an al-
ternative must be evaluated is whether the it promotes the goal of a
common market, does not exceed powers or objectives conferred by
the Treaties creating the Union, and the costs of implementation do not
outweigh benefits derived.

All four alternatives rely upon the utilization of existing structure
and administrative entities. The creation and funding of an Office of
Harmonization is, therefore, not required if one of the alternatives is
selected. As a result, unless The Regulation achieves the established
goal of a common market within the limits of the principle of subsidi-
arity and the alternatives do not or provides other benefits that out-
weigh the costs of creating an agency within the EU government, the
existing legislation creating a CTM should be repealed in favor of an
alternative.

The first alternative requires a Council Directive that mandates all
Member States enact legislation recognizing other national trademark
laws in the EU. A Directive of this type provides EU-wide protection
for a trademark registered in a single Member State. Therefore, this
alternative achieves the common market goal.

Simply recognizing other Member State trademark laws would not
require a separate mechanism for registration as The Regulation cur-

94. The European Economic Community Treaty, Mar. 25, 1957, 298 UN.T.S. 11 art. 2.

95. David O’Keeffe, Blaine Sloan Lecture: Current Issues in European Integration, 7
PACEINT'LL. REV. 1,7 (1995).

96. Id. at18.

97. The European Economic Community Treaty, supra note 94, at art. 3, { h.
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rently provides. In addition, implementing this alternative to the CIM
would not entail additional costs for the EU governing body.

National tademark laws, after the implementation of Directive
89/104, already prohibit the registration of a trademark registered by
others in other Member States or countries party to an international
agreement which has effect in a Member State. Therefore, registra-
tion of the same mark by different proprietors in different Member
States cannot occur. However, implementing this alternative is not
without its costs and problems.

Registration of a trademark that has effect throughout the EU re-
quires some means to ensure conflicting trademarks are not registered
in different Member States. A Member State could implement a rigor-
ous examination procedure searching the marks registered in all the
other Member States to ensure a conflict does not exist.” This method,
however, would increase the cost of registering a trademark in the
Member State.

Directive 89/104 left the procedure for examining trademark appli-
cations to the discretion of each Member State.”” For example, practi-
tioners have found that registration is more difficult and expensive in
Spain because of the National Office’s stance regarding similarity of
goods and services.™ Requiring each state to recognize trademarks
registered under the laws of the other states could lead to a migration
of all trademark registration to the state with the most favorable proce-
dure.” In addition, procedures which are more rigorous and serve to
discourage filing for registration in a particular Member State may
prompt the Member State to abandon an examination altogether leav-
ing proprietors of conflicting marks to battle it out in court.

By requiring Member States to recognize and enforce the laws of
other Member States, the first alternative certainly serves to establish a
common market. This first alternative, however, would blur the bor-
ders of the individual countries that make up the EU by allowing laws

98. 1989 Q.J. (L 40) 1, axt. 4, reprinted in Appendix A. (kereinafter Directive 89/104),

99, The examination procedure provided for a U.S. patent application is an example of
such a rigorous examination. See generally U.S. DEPARTMENT OF COMMERCE, PATENT AND
TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE (6th ed. 1995).

100. Directive 89/104, supra note 98, Preamble.

101. Clifford Chance, The Community Trademark, Dec. 1995, (available upon request
from Clifford Chance’s website at < http://www.cliffordchance.com>).
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enacted in one Member State to affect citizens of another. This blur-
ring of the borders goes too far in establishing a common market and
may lead to the creation of a single country beyond that intended by
the Treaties. Therefore, this first alternative must be rejected.

The second alternative to the CTM legislation is a Directive re-
quiring Member States to recognize a multi-Member State injunction
issued by a national court.'”® This alternative provides the same struc-
tural and administrative benefits as the first alternative while main-
taining border integrity. In addition, recognizing multi-Member State
injunctions maintains uniformity of the application of national law by
only requiring courts to enforce judicial orders and not requiring courts
to interpret legislation of a Member State in which the court does not
sit.

The multi-Member State injunction alternative, however, im-
poses an additional burden that is not present in either the first alterna-
tive or The Regulation. The first alternative would allow a suit to be
filed in any national court that may assert jurisdiction over the dispute.
The court would apply the law of the Member State in which the
trademark is registered. Merely allowing Member State courts to issue
a multi-Member State injunction would require a plaintiff to file suit in
the Member State in which the trademark is registered. This is incon-
venient for a defendant that may have no contacts with the Member
State in which the mark is registered.

The principal reason this alternative should be rejected, however, is
the same as the first alternative. Allowing a national court to impose
restrictions upon the activity of citizens of another Member State in the
other Member State, seriously blurs the internal borders of the EU be-
yond the authority provided in the EC Treaties. Therefore, this second
alternative must also be rejected.

The third alternative is to retroactively grant a trademark registered
in a Member State with CTM status. The concern in the first two alter-
natives is eliminated by granting EU based rights to national trade-
marks. In addition, the inconvenience to defendants in the second al-
ternative can be resolved by directing each Member State to designate
a national court that has jurisdiction over cases that involve a CTM, as
provided in The Regulation.” This alternative enjoys the benefits de-

103. For reading on the constitutionality of muiti-state injunctions in the United States,
see Paul Heald, Unfair Competition and Federal Law: Constitutional Restraints on the Scope of
State Law, 54 U. CHI. L. REV. 1411 (1987).

104. 1989 O.J. (L 11) 1,tit. X, § 2, art. 91. reprinted in Appendix B [hereinafter Regula-
tion 40/94].
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scribed earlier in this Note and allows a case to be heard in the Member
State in which the dispute arises.

The third alternative, however, contains a fatal flaw that also re-
quires its rejection. Automatic EU-wide recognition of trademarks
currently registered in a Member State places a significant burden on
proprietors of trademarks acquired through use in other Member
States that are not registered. The holders of trademarks that are not
registered would lose rights to marks registered in other Member States
that are granted EU-wide protection. Furthermore, identical trade-
marks registered in different Member States would have conflicting
rights to protection. Failing to take into consideration the existing
rights of trademark holders, whether the mark is registered or not, does
not meet the EU goal of harmonious development of economic activi-
ties.

Correcting the fatal flaw in the third alternative by granting EU
based rights for national trademarks registered after the date that the
Regulation is enacted results in the creation of a CTM and the elimina-
tion of the individual national trademarks for new marks. This alterna-
tive retains many of the negative aspects of the first alternative relative
to disparities in national registration procedures, while abolishing na-
tional trademark registration systems that may be desirable alternatives
to a CTM. Therefore, this third alternative must be rejected.

The fourth alternative is adopting the “Madrid Protocol.” The Ma-
drid Protocol was established to supplement protection provided by the
CTM and not as an alternative.'® Parties to the Madrid Protocol rec-
ognize an international trademark that may enjoy protection within the
parties’ borders.” The Madrid Protocol, in effect, extends interna-
tional trademark protection based upon a “home country” application
and registration.in much the same way as the CTM legislation creates
an EU trademark.'”

In order for the EU, as a common market, to become a signatory to
the Madrid Protocol, however, a central office for registering trade-
marks is required.””® Therefore, unless the EU, as an independent en-
tity, has a trademark registration system, each Member State must indi-

105. Jeffery M. Samuels & Linda B. Samuels, The Changing Landscape of International
Trademark Law, 27 GEO. WASH. J. INT’LL. & ECON. 433, 444 (1994).

106. Protection of Intellectual Property Rights, Protocol Relating to the Madrid
Agreement Concerning the International Registration of Marks art. 3bis, 1991 B.D.ILE.L. AD
LEXIS 89 (June 27, 1989) (hereinafter Madrid Protocol).

107. Samuels & Samuels, supra note 105, at 445.

108. Madrid Protocol, supra note 106, at art. 2.
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vidually be a signatory to the Madrid Protocol in order to enjoy its
benefits. A Directive requiring Member States to act independently
with respect to an international organization does nothing to promote a
common market in the EU. Therefore, this fourth alternative is also
rejected.

Although alternatives to The Regulation creating a CTM by estab-
lishing a central Office of Harmonization may be less costly to imple-
ment, the alternatives have serious drawbacks which detract from the
goal of the EU or overreaches the EU Council authority causing them
to be unacceptable. The existence of international agreements, such as
the Madrid Protocol, also detract from the other alternatives leaving
the establishment of a CTM as the most desirable option that effec-
tively promotes the goal of the EU.

The benefits derived from the Regulation that creates a CTM do
not stop with eligibility to access international agreements as a single
entity. The next section of this Note describes some of the more sig-
nificant benefits of The Regulation, including benefits derived from the
existence of the Office of Harmonization in Alicante, Spain.

VI. BENEFITS OF THE REGULATION

The implementation of Council The Regulation provides a new tool
for protecting trademarks in the EU by establishing a single registration
procedure for protecting a trademark in all fifteen EU Member
States.'” The primary benefit derived from the CTM legislation is the
furtherance of the EU common market goal. In addition, provisions of
The Regulation provides benefits that promote the use of the CTM sys-
tem.

The CTM does not replace or preempt any existing trademark laws
in the Member States.™® This retains the current national trademark
systems and allows them to respond to individual Member State needs
within the bounds of Directive 89/104. The Regulation overlays the
existing laws and provides an economical means to achieve Commu-
nity-wide protection without registering a trademark in each Member
State.

Existing trademarks in Member States are not affected by the
Regulation and retain previously acquired rights. As a result, submit-

109. James Nurton, Al Eyes on Alicante, MANAGING INTELL. PROP. 21-25 (Apr.
1996), available in LEXIS, NEWS Library, CURNWS File.

110. 1989 O.J. (L 11) 1, Preamble, reprinted in Appendix B [hereinafter Regulation
40/94).
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ting an application for a Community trademark does not guarantee
registration and the subsequent protection afforded by registration be-
cause of the potential existence of earlier national and unregistered
trademarks. However, the use of the CTM system as an initial means
to register a mark is encouraged by allowing the conversion of a re-
jected CTM application into a series of national applications."

The coexistence of a CTM with unregistered trademarks is ensured
by incorporating opposition proceedings in the registration process.
The right to oppose the registration of a trademark is essential to the
effectiveness of the CTM because of the lack of a rigorous search by the
Office of Harmonization for conflicting marks. The opposition proce-
dure allows the proprietor of earlier marks to oppose the registration of
a CTM.** In essence, the opposition procedure allows the holder of an
earlier trademark to assert the rights incumbent in the earlier mark.
The right to oppose the registration of a CTM is only available to the
proprietors of an earlier mark and must be exercised within three
months following publication of the CTM application.™

The establishment of the Office of Harmonization provides a cen-
tral repository for registration™ and maintenance of the CTM."* With-
out a central office to coordinate the CTM for the entire EU, each
Member State would be responsible for maintaining a CIM office in
order to receive and process applications. A distributed method of
processing and maintaining a CTM could result in a coordination
nightmare reducing the effectiveness and desirability of a CTM.

The terms of the CTM legislation enhances the value of a mark by
defining it as an object of property.” As property, the Regulation pro-
vides that a CTM may be transferred,” provided as security,"™ liened,"
allocated in a bankruptcy,”™ and licensed.”™ A transfer of the CTM
must be in writing'” and may be made separately from the goods and

111. Id. attit. XT, § 3, arts. 108-10.
112. Id attit. IV, §4,art. 42,9 1.
113. Id.

114. Id. attit. IIT, § 1, art. 25.
115. Id. attit. IX, § 3, art. 83.
116. Id. attit. II, § 4, art. 16.

117. Id. attit. 11, $ 4,art. 17,9 1.
118. Id. attit. II, § 4, art. 19.

119. Id attit. II, § 4, art. 20.

120. Id attit. I, § 4, art. 21.

121. Id. attit. 11, § 4, art. 22.

122. Id. attit.II, § 4, art. 17,9 3.
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services for which it is registered.”® The transfer of title to the CTM
may be entered into the Register of Community Trade Marks in the
Office of Harmonization unless the transfer is likely to mislead the
public.™

The CTM provides further benefits by allowing registration of a
mark that would not have been possible if submitted to a national of-
fice.”” Because the trademark laws are only approximated, differences
are allowed and do exist. For example certain Member States and the
CTM Regulation allow the registration of family or company names
which may be grounds for refusal in the Scandinavian countries.” In
addition, strict examination of distinctiveness as provided in the UK
and Ireland is avoided if the CTM route is taken.”

Finally, the establishment of 2 CTM is necessary for the EU com-
mon market to benefit from international agreements such as the Ma-
drid Protocol. As a signatory to the Madrid Protocol, the EU would
enjoy protection of registered trademarks on an international scope.

VII. CONCLUSION

The enactment The Regulation creating the CTM furthers the EU
goal of a2 common market without exceeding powers conferred by the
treaties. Other possible alternatives fail to provide Union-wide protec-
tion of trademarks while remaining within the boundaries declared by
the treaty makers.

The uniformity is only one of the benefits derived from the creation
of a CTM. The existing national trademark systems continue to be
available to applicants and an applicant remains free to exploit a mark
in individual markets based upon opportunities in those markets or
idiosyncracies of the particular Member State’s registration process. In
addition, each Member State is free to become a signatory to the Ma-
drid Protocol allowing international protection to a Member State reg-
istered trademark. The CTM system should be used and supported by
existing and potential trademark holders worldwide.

DANIEL G. RADLER

123, Hd attit. 11, § 4,art. 17,7 1.

124, Id attit.II, § 4, art. 17,1 4.

125. Clifford Chance, supra note 101 and accompanying text.
126. Id

127. Id.
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Appendix A

FIRST COUNCIL DIRECTIVE

of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (89/104/EEC)

THE COUNCIL Of THE EUROPEAN COMMUNITIES,

Having regard to the Treaty establishing the European Economic
Community, and in particular Article 100a thereof,

Having regard to the proposal from the Commission (1),

In cooperation with the European Parliament (2),

Having regard to the opinion of the Economic and Social Commit-
tee(3),

Whereas the trade mark laws at present applicable in the Member
States contain disparities which may impede the free movement of
goods and freedom to provide services and may distort competition
within the common market; whereas it is therefore necessary, in view of
the establishment and functioning of the internal market, to approxi-
mate the laws of Member States; Whereas it is important not to disre-
gard the solutions and advantages which the Community trade mark
system may afford to undertakings wishing to acquire trade marks;

Whereas it does not appear to be necessary at present to undertake
full-scale approximation of the trade mark laws of the Member States
and it will be sufficient if approximation is limited to those national
provisions of law which most directly affect the functioning of the in-
ternal market;

Whereas the Directive does not deprive the Member States of the
right to continue to protect trademarks acquired through use but takes
them into account only in regard to the relationship between them and
trade marks acquired by registration;

Whereas Member States also remain free to fix the provisions of
procedure concerning the registration, the revocation and the invalidity
of trade marks acquired by registration; whereas they can, for example,
determine the form of trade mark registration and invalidity proce-
dures, decide whether earlier rights should be invoked either in the
registration procedure or in the invalidity procedure or in both and, if
they allow earlier rights to be invoked in the registration procedure,
have an opposition procedure or an ex officio examination procedure
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or both; whereas Member States remain free to determine the effects of
revocation or invalidity of trade marks;

Whereas this Directive does not exclude the application to trade
marks of provisions of law of the Member States other than trade mark
law, such as the provisions relating to unfair competition, civil liability
or consumer protection;

Whereas attainment of the objectives at which this approximation
of laws is aiming requires that the conditions for obtaining and con-
tinuing to hold a registered trade mark are, in general, identical in all
Member States; whereas, to this end, it is necessary to list examples of
signs which may constitute a trade mark, provided that such signs are
capable of distinguishing the goods or services of one undertaking from
those of other undertakings; whereas the grounds for refusal or inva-
lidity concerning the trade mark itself, for example, the absence of any
distinctive character, or concerning conflicts between the trade mark
and earlier rights, are to be listed in an exhaustive manner, even if
some of these grounds are listed as an option for the Member States
which will therefore be able to maintain or introduce those grounds in
their legislation; whereas Member States will be able to maintain or in-
troduce into their legislation grounds of refusal or invalidity linked to
conditions for obtaining and continuing to hold a trade mark for which
there is no provision of approximation, concerning, for example, the
eligibility for the grant of a trade mark, the renewal of the trade mark
or rules on fees, or related to the non-compliance with procedural
rules;

Whereas in order to reduce the total number of trade marks regis-
tered and protected in the Community and, consequently, the number
of conflicts which arise between them, it is essential to require that reg-
istered trade marks must actually be used or, if not used, be subject to
revocation; whereas it is necessary to provide that a trade mark cannot
be invalidated on the basis of the existence of a non-used earlier trade
mark, while the Member States remain free to apply the same principle
in respect of the registration of a trade mark or to provide that a trade
mark may not be successfully invoked in infringement proceedings if it
is established as a result of a plea that the trade mark could be revoked;
whereas in all these cases it is up to the Member States to establish the
applicable rules of procedure;

Whereas it is fundamental, in order to facilitate the free circulation
of goods and services, to ensure that henceforth registered trade marks
enjoy the same protection under the legal systems of all the Member
States; whereas this should however not prevent the Member States
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from granting at their option extensive protection to those trade marks
which have a reputation;

Whereas the protection afforded by the registered trade mark, the
function of which is in particular to guarantee the trade mark as an in-
dication of origin, is absolute in the case of identity between the mark
and the sign and goods or services; whereas the protection applies also
in case of similarity between the mark and the sign and the goods or
services; whereas it is indispensable to give an interpretation of the
concept of similarity in relation to the likelihood of confusion; whereas
the likelihood of confusion, the appreciation of which depends on nu-
merous elements and, in particular, on the recognition of the trade
mark on the market, of the association which can be made with the
used or registered sign, of the degree of similarity between the trade
mark and the sign and between the goods or services identified, consti-
tutes the specific condition for such protection; whereas the ways in
which likelihood of confusion may be established, and in particular the
onus of proof, are a matter for national Procedural rules which are not
prejudiced by the Directive;

Whereas it is important, for reasons of legal certainty and without
inequitably prejudicing the interests of a proprietor of an earlier trade
mark, to Provide that the latter may no longer request a declaration of
invalidity nor may he oppose the use of a trade mark subsequent to his
own of which he has knowingly tolerated the use for a substantial
length of time, unless the application for the subsequent trade mark
was made in bad faith:

Whereas all Member States of the Community are bound by the
Paris Convention for the Protection of Industrial Property; whereas it is
necessary that the provisions of this Directive are entirely consistent
with those of the Paris Convention; whereas the obligations of the
Member States resulting from this Convention are not affected by this
Directive; whereas, where appropriate, the second subparagraph of Ar-
ticle 234 of the Treaty is applicable,

HAS ADOPTED THIS DIRECTIVE:

Article 1
Scope

This Directive shall apply to every trade mark in respect of goods or
services which is the subject of registration or of an application in a
Member State for registration as an individual trade mark, a collective
mark or a guarantee or certification mark, or which is the subject of a
registration or an application for registration in the Benelux Trade
Mark Office or of an international registration having effect in a Mem-
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ber State.

Article 2

Signs of which a trade mark may consist
A trade mark may consist of any sign capable of being represented

graphically, particularly words, including personal names, designs, let-
ters, numerals, the shape of goods or of their packaging, provided that
such signs are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.

Article 3

Grounds for refusal or invalidity

1.The following shall not be registered or if registered shall be liable
to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, in-
tended purpose, value, geographical origin, or the time of production
of the goods or of rendering of the service, or other characteristics of
the goods or services;

(d) trade marks which consist exclusively of signs or indications
which have become customary in the current language or in the bona
fide and established practices of the trade;

(e) signs which consist exclusively of:

- the shape which results from the nature of the goods themselves,
or

- the shape of goods which is necessary to obtain a technical result,
or

- the shape which gives substantial value to the goods;

(f) trade marks which are contrary to public policy or to accepted
principles of morality;

(g) trade marks which are of such a nature as to deceive the public,
for instance as to the nature, quality or geographical origin of the goods
Or service;

(h) trade marks which have not been authorized by the competent
authorities and are to be refused or invalidated pursuant to Article 6
ter of the Paris Convention for the Protection of Industrial Property,
hereinafter referred to as the ‘Paris Convention’.

2. Any Member State may provide that a trade mark shall not be

registered or, if registered, shall be liable to be declared invalid where
and to the extent that:
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(a) the use of that trade mark may be prohibited pursuant to provi-
sions of law other than trade mark law of the Member State concerned
or of the Community;

(b) the trade mark covers a sign of high symbolic value, in particular
a religious symbol;

(c) the trade mark includes badges, emblems and escutcheons other
than those covered by Axticle 6 ter of the Paris Convention and which
are of Public interest, unless the consent of the appropriate authorities
to its registration has been given in conformity with the legislation of
the Member State;

(d) the application for registration of the trade mark was made in
bad faith by the applicant.

3. A trade mark shall not be refused registration or be declared in-
valid in accordance with paragraph 1 (b), (c) or (d) if, before the date
of application for registration and following the use which has been
made of it, it has acquired a distinctive character. Any Member State
may in addition provide that this provision shall also apply where the
distinctive character was acquired after the date of application for regis-
tration or after the date of registration.

4. Any Member State may provide that, by derogation from the
preceding paragraphs, the grounds of refusal of registration or invalid-
ity in force in that State prior to the date on which the provisions neces-
sary to comply with this Directive enter into force, shall apply to trade
marks for which application has been made prior to that date.

Article 4
Further grounds for refusal or invalidity concerning conflicts with
earlier rights

1. A trade mark shall not be registered or, if registered, shall be li-
able to be declared invalid:

(a) if it is identical with an earlier trade mark, and the goods or
services for which the trade mark is applied for or is registered are
identical with the goods or services for which the earlier trade mark is
protected;

(b) if because of its identity with, or similarity to, the earlier trade
mark and the identity or similarity of the goods or services covered by
the trade marks, there exists a likelihood of confusion on the part of
the public, which includes the likelihood of association with the earlier
trade mark.

2. ‘Earlier trade marks’ within the meaning of paragraph 1 means:

(a) trade marks of the following kinds with a date of application for
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registration which is earlier than the date of application for registration
of the trade mark, taking account, where appropriate, of the priorities
claimed in respect of those trade marks;

(i) Community trade marks;

(ii) trade marks registered in the Member State or, in the case of
Belgium, Luxembourg or the Netherlands, at the Benelux Trade Mark
Office;

(iif) trade marks registered under international arrangements which
have effect in the Member State;

(b) Community trade marks which validly claim seniority, in accor-
dance with the Regulation on the Community trade mark, from a trade
mark referred to in (a) (ii) and (iii), even when the latter trade mark
has been surrendered or allowed to lapse;

(c) applications for the trade marks referred to in (2) and (b), sub-
ject to their registration;

(d) trade marks which, on the date of application for registration of
the trade mark, or, where appropriate, of the priority claimed in respect
of the application for registration of the trade mark, are well known in
a Member State, in the sense in which the words ‘well known’ are used
in Article 6 bis of the Paris Convention.

3. A trade mark shall furthermore not be registered or, if registered,
shall be liable to be declared invalid if it is identical with, or similar to,
an earlier Community trade mark within the meaning of paragraph 2
and is to be, or has been, registered for goods or services which are not
similar to those for which the earlier Community trade mark is regis-
tered, where the earlier Community trade mark has a reputation in the
Community and where the use of the later trade mark without due
cause would take unfair advantage of, or be detrimental to, the distinc-
tive character or the repute of the earlier Community trade mark.

4. Any Member State may furthermore provide that a trade mark
shall not be registered or, if registered, shall be liable to be declared in-
valid where, and to the extent that:

(a) the trade mark is identical with, or similar to, an earlier national
trade mark within the meaning of paragraph 2 and is to be, or has been,
registered for goods or services which are not similar to those for which
the earlier trade mark is registered, where the earlier trade mark has a
reputation in the Member State concerned and where the use of the
later trade mark without due cause would take unfair advantage of, or
be detrimental to, the distinctive character or the repute of the earlier
trade mark;

(b) rights to a non-registered trade mark or to another sign used in
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the course of trade were acquired prior to the date of application for
registration of the subsequent trade mark, or the date of the priority
claimed for the application for registration of the subsequent trade
mark and that non-registered trade mark or other sign confers on its
proprietor the right to prohibit the use of a subsequent trade mark;

(c) the use of the trade mark may be prohibited by virtue of an ear-
lier right other than the rights referred to in paragraphs 2 and 4 (b) and
in particular:

(i) a right to a name;

(ii) a right of personal portrayal:

(iii) a copyright;

(iv) an industrial property right;

(d) the trade mark is identical with, or similar to, an earlier collec-
tive trade mark conferring a right which expired within a period of a
maximum of three years preceding application;

(e) the trade mark is identical with, or similar to, an earlier guaran-
tee or certification mark conferring a right which expired within a pe-
riod preceding application the length of which is fixed by the Member
State;

(f) the trade mark is identical with, or similar to, an earlier trade
mark which was registered for identical or similar goods or services and
conferred on them a right which has expired for failure to renew within
a period of a maximum of two years preceding application, unless the
proprietor of the earlier trade mark gave his agreement for the registra-
tion of the later mark or did not use his trade mark;

(g) the trade mark is liable to be confused with a mark which was in
use abroad on the filing date of the application and which is still in use
there, provided that at the date of the application the applicant was
acting in bad faith.

5. The Member States may permit that in appropriate circumstances
registration need not be refused or the trade mark need not be declared
invalid where the proprietor of the earlier trade mark or other earlier
right consents to the registration of the later trade mark.

6. Any Member State may provide that, by derogation from para-
graphs 1 to 5, the grounds for refusal of registration or invalidity in
force in that State prior to the date on which the provisions necessary
to comply with this Directive enter into force, shall apply to trade
marks for which application has been made prior to that date.

Article 5
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Rights conferred by a trade mark

1. The registered trade mark shall confer on the proprietor exclu-
sive rights therein. The proprietor shall be entitled to prevent all third
parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to
goods or services which are identical with those for which the trade
mark is registered; ‘

(b) any sign where, because of its identity with, or similarity to, the
trade mark and the identity or similarity of the goods or services cov-
ered by the trade mark and the sign, there exists a likelihood of confu-
sion on the part of the public, which includes the likelihood of associa-
tion between the sign and the trade mark.

2. Any Member State may also provide that the proprietor shall be
entitled to prevent all third parties not having his consent from using in
the course of trade any sign which is identical with, or similar to, the
trade mark in relation to goods or services which are not similar to
those for which the trade mark is registered, where the latter has a
reputation in the Member State and where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the distinctive
character or the repute of the trade mark.

3. The following, inter alia, may be prohibited under paragraphs 1
and 2:

(a) affixing the sign to the goods or to the packaging theteof;

(b) offering the goods, or putting them on the market or stocking
them for these purposes under that sign, or offering or supplying serv-
ices thereunder;

(c) importing or exporting the goods under the sign;

(d) using the sign on business papers and in advertising.

4. Where, under the law of the Member State, the use of a sign un-
der the conditions referred to in 1 (b) or 2 could not be prohibited be-
fore the date on which the provisions necessary to comply with this Di-
rective entered into force in the Member State concerned, the rights
conferred by the trade mark may not be relied on to prevent the con-
tinued use of the sign.

5. Paragraphs 1 to 4 shall not affect provisions in any Member State
relating to the protection against the use of a sign other than for the
purposes of distinguishing goods or services, where use of that sign
without due cause takes unfair advantage of, or is detrimental to, the
distinctive character or the repute of the trade mark

Article 6
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Limitation of the effects of a trade mark

1. The trade mark shall not entitle the proprietor to prohibit a third
party from using, in the course of trade,

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended pur-
pose, value, geographical origin, the time of production of goods or of
rendering of the service, or other characteristics of goods or services;

(c) the trade mark where it is necessary to indicate the intended
purpose of a product or service, in particular as accessories or spare
parts; provided he uses them in accordance with honest practices in in-
dustrial or commercial matters

2. The trade mark shall not entitle the proprietor to prohibit a third
party from using, in the course of trade, an earlier right which only ap-
plies in a particular locality if that right is recognized by the laws of the
Member State in question and within the limits of the territory in which
it is recognized.

Article 7
Exhaustion of the rights conferred by a trade mark

1. The trade mark shall not entitle the proprietor to prohibit its use
in relation to goods which have been put on the market in the Commu-
nity under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons
for the proprietor to oppose further commercialization of the goods,
especially where the condition of the goods is changed or impaired af-
ter they have been put on the market.

Article 8
Licensing

1. A trade mark may be licensed for some or all of the goods or
services for which it is registered and for the whole or part of the Mem-
ber State concerned. A license may be exclusive or non-exclusive.

2. The proprietor of a trade mark may invoke the rights conferred
by that trade mark against a licensee who contravenes any provision in
his licensing contract with regard to its duration, the form covered by
the registration in which the trade mark may be used, the scope of the
goods or services for which the licence is granted, the territory in which
the trade mark may be affixed, or the quality of the goods manufac-
tured or of the services provided by the licensee.

Article 9
Limitation in consequence of acquiescence
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1. Where, in a Member State, the proprietor of an earlier trade
mark as referred to in Article 4 (2) has acquiesced, for a period of five
successive years, in the use of a later trade mark registered in that
Member State while being aware of such use, he shall no longer be enti-
tled on the basis of the earlier trade mark either to apply for a declara-
tion that the later trade mark is invalid or to oppose the use of the later
trade mark in respect of the goods or services for which the later trade
mark has been used, unless registration of the later trade mark was ap-
plied for in bad faith.

2. Any Member State may provide that paragraph 1 shall apply mu-
tatis mutandis to the proprietor of an earlier trade mark referred to in
Atticle 4 (4) (a) or an other earlier right referred to in Article 4 (4) (b)
or {(c).

3. In the cases referred to in paragraphs 1 and 2, the proprietor of a
later registered trade mark shall not be entitled to oppose the use of
the earlier right, even though that right may no longer be invoked
against the later trade mark.

Article 10
Use of trade marks

1. If, within a period of five years following the date of the comple-
tion of the registration procedure, the proprietor has not put the trade
mark to genuine use in the Member State in connection with the goods
or services in respect of which it is registered, or if such use has been
suspended during an uninterrupted period of five years, the trade mark
shall be subject to the sanctions provided for in this Directive, unless
there are proper reasons for non-use.

2. The following shall also constitute use within the meaning of
paragraph 1:

(a) use of the trade mark in a form differing in elements which do
not alter the distinctive character of the mark in the form in which it
was registered;

(b) affixing of the trade mark to goods or to the packaging thereof
in the Member State concerned solely for export purposes.

3. Use of the trade mark with the consent of the proprietor or by
any person who has authority to use a collective mark or a guarantee or
certification mark shall be deemed to constitute use by the proprietor.

4. In relation to trade marks registered before the date on which the
provisions necessary to comply with this Directive enter into force in
the Member State concerned:

(a) where a provision in force prior to that date attaches sanctions
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to non-use of a trade mark during an uninterrupted period, the relevant
period of five years mentioned in paragraph 1 shall be deemed to have
begun to run at the same time as any period of non-use which is already
running at that date;

(b) where there is no use provision in force prior to that date, the
periods of five years mentioned in paragraph 1 shall be deemed to run

from that date at the earliest.
Article 11

Sanctions for non use of a trade mark in legal or administrative pro-

ceedings

1. A trade mark may not be declared invalid on the ground that
there is an earlier conflicting trade mark if the latter does not fulfil the
requirements of use set out in Article 10 (1), (2) and (3) or in Article 10
(4), as the case may be.

2. Any Member State may provide that registration of a trade mark
may not be refused on the ground that there is an earlier conflicting
trade mark if the latter does not fulfil the requirements of use set out in
Article 10 (1), (2) and (3) or in Article 10 (4), as the case may be.

3. Without prejudice to the application of Article 12, where a
counter-claim for revocation is made, any Member State may provide
that a trade mark may not be successfully invoked in infringement pro-
ceedings if it is established as a result of a plea that the trade mark
could be revoked pursuant to Article 12 (1).

4. If the earlier trade mark has been used in relation to part only of
the goods or services for which it is registered, it shall, for purposes of
applying paragraphs 1, 2 and 3, be deemed to be registered in respect
only of that part of the goods or services.

Article 12
Grounds for revocation

1. A trade mark shall be liable to revocation if, within a continuous
period of five years, it has not been put to genuine use in the Member
State in connection with the goods or services in respect of which it is
registered, and there are no proper reasons for non-use; however, no
person may claim that the proprietor’s rights in a trade mark should be
revoked where, during the interval between expiry of the five-year pe-
riod and filing of the application for revocation, genuine use of the
trade mark has been started or resumed; the commencement or re-
sumption of use within a period of three months preceding the filing of
the application for revocation which began at the earliest on expiry of
the continuous period of five years of non-use, shall, however, be disre-
garded where preparations for the commencement or resumption occur
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only after the proprietor becomes aware that the apphcatlon for revo-
cation may be filed.

2. A trade mark shall also be liable to revocation if, after the date
on which it was registered,

(a) in consequence of acts or inactivity of the proprietor, it has be-
come the common name in the trade for a product or service in respect
of which it is registered;

(b) in consequence of the use made of it by the proprietor of the
trade mark or with his consent in respect of the goods or services for
which it is registered, it is liable to mislead the public, particularly as to
the nature, quality or geographical origin of those goods or services.

Article 13

Grounds for refusal or revocation or invalidity relating to only some

of the goods or services

Where grounds for refusal of registration or for revocation or inva-
lidity of a trade mark exist in respect of only some of the goods or
services for which that trade mark has been applied for or registered,
refusal of registration or revocation or invalidity shall cover those
goods or services only.

Article 14
Establishment a posteriori of invalidity or revocation of a trade
mark

Where the seniority of an earlier trade mark which has been sur-
rendered or allowed to lapse, is claimed for a Community trade mark,
the invalidity or revocation of the earlier trade mark may be estab-
lished a posteriori.

Article 15
Special provisions in respect of collective marks, guarantee marks
and certification marks

1. Without prejudice to Article 4, Member States whose laws
authorize the registration of collective marks or of.

guarantee or certification marks may provide that such marks shall
not be registered, or shall be revoked or declared invalid, on grounds
additional to those specified in Articles 3 and 12 where the function of
those marks so requires.

2. By way of derogation from Article 3 (1) (c), Member States may
provide that signs or indications which may serve, in trade, to designate
the geographical origin of the goods or services may constitute collec-
tive, guarantee or certification marks. Such a mark does not entitle the
proprietor to prohibit a third party from using in the course of trade



210 MARQ. INTELL. PROP. L. REV. [Vol. 1

such signs or indications, provided he uses them in accordance with
honest practices in industrial or commercial matters; in particular, such
a mark may not be invoked against a third party who is entitled to use a
geographical name
Article 16
National provisions to be adopted pursuant to this Directive

1. The Member States shall bring into force the laws, regulations
and administrative provisions necessary to comply with this Directive
not later than 28 December 1991 They shall immediately inform the
Commission thereof.

2. Acting on a proposal from the Commission, the Council, acting
by qualified majority, may defer the date referred to in paragraph 1 un-
til 31 December 1992 at the latest.

3. Member States shall communicate to the Commission the text of
the main provisions of national law which they adopt in the field gov-
erned by this Directive.

Article 17
Addressees

This Directive is addressed to the Member States.

Done at Brussels, 21 December 1988.

For the Council

The President

V. PAPANDREOU
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Appendix B

COUNCIL REGULATION (EC) No 40/94
of 20 December 1993
on the Community trade mark

THE COUNCIL OF THE EUROPEAN UNION,

Having regard to the Treaty establishing the European Community,
and in particular Article 235 thereof,

Having regard to the proposal from the Commission,

Having regard to the opinion of the European Parliament,

Having regard to the opinion of the Economic and Social Commit-
tee,

Whereas it is desirable to promote throughout the Community a
harmonious development of economic activities and a continuous and
balanced expansion by completing an internal market which functions
propetly and offers conditions which are similar to those obtaining in a
national market; whereas in order to create a market of this kind and
make it increasingly a single market, not only must be barriers to free
movement of goods and services be removed and arrangements be in-
stituted which ensure that competition is not distorted, but, in addition,
legal conditions must be created which enable undertakings to adapt
their activities to the scale of the Community, whether in manufactur-
ing and distributing goods or in providing services; whereas for those
purposes, trade marks enabling the products and services of undertak-
ings to be distinguished by identical means throughout the entire
Community, regardless of frontiers, should feature amongst the legal
instruments which undertakings have at their disposal;

Whereas action by the Community would appear to be necessary
for the purpose of attaining the Community’s said objectives; whereas
such action involves the creation of Community arrangements for trade
marks whereby undertakings can by means of one procedural system
obtain Community trade marks to which uniform protection is given
and which produce their effects throughout the entire area of the
Community; whereas the principle of the unitary character of the
Community trade mark thus stated will apply unless otherwise pro-
vided for in this Regulation;



212 MARQ. INTELL. PROP. L. REV. [Vol. 1

Whereas the barrier of territoriality, of the rights conferred on pro-
prietors of trade marks by the laws of the Member States cannot be re-
moved by approximation of laws; whereas in order to open up unre-
stricted economic activity in the whole of the common market for the
benefit of undertakings, trade marks need to be created which are gov-
erned by a uniform Community law directly applicable in all Member
States;

Whereas since the Treaty has not provided the specific powers to
establish such a legal instrument, Article 235 of the Treaty should be
applied;

Whereas the Community law relating to trade marks nevertheless
does not replace the laws of the Member States on trade marks;
whereas it would not in fact appear to be justified to require undertak-
ings to apply for registration of their trade marks as Community trade
marks; whereas national trade marks continue to be necessary for those
undertakings which do not want protection of their trade marks at
Community level;

Whereas the rights in a Community trade mark may not be ob-
tained otherwise than by registration, and registration is to be refused
in particular if the trade mark is not distinctive, if it is unlawful or if it
conflicts with earlier rights;

Whereas the protection afforded by a Community trade mark, the
function of which is in particular to guarantee the trade mark as an in-
dication of origin, is absolute in the case of identity between the mark
and the sign and the goods or services; whereas the protection applies
also in cases of similarity between the mark and the sign and the goods
or services; whereas an interpretation should be given of the concept of
similarity in relation to the likelihood of confusion; whereas the likeli-
hood of confusion, the appreciation of which depends on numerous
elements and, in particular, on the recognition of the trade mark on the
market, the association which can be made with the used or registered
sign, the degree of similarity between the trade mark and the sign and
between the goods or services identified, constitutes the specific condi-
tion for such protection;

Whereas it follows from the principle of free flow of goods that the
proprietor of a Community trade mark must not be entitled to prohibit
its use by a third party in relation to goods which have been put into
circulation in the Community, under the trade mark, by him or with his
consent, save where there exist legitimate reasons for the proprietor to
oppose further commercialization of the goods;

Whereas there is no justification for protecting Community trade
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marks or, as against them, any trade mark which has been registered
before them, except where the trade marks are actually used;

Whereas a Community trade mark is to be regarded as an object of
property which exists separately from the undertakings whose goods or
services are designated by it; whereas accordingly, it must be capable of
being transferred, subject to the overriding need to prevent the public
being misled as a result of the transfer. It must also be capable of being
charged as security in favour of a third party and of being the subject
matter of licences;

Whereas administrative measures are necessary at Community level
for implementing in relation to every trade mark the trade mark law
created by this Regulation; whereas it is therefore essential, while re-
taining the Community’s existing institutional structure and balance of
powers, to establish an Office for Harmonization in the Internal Market
(trade marks and designs) which is independent in relation to technical
matters and has legal, administrative and financial autonomy; whereas
to this end it is necessary and appropriate that it should be a body of
the Community having legal personality and exercising the imple-
menting powers which are conferred on it by this Regulation, and that
it should operate within the framework of Community law without de-
tracting from the competencies exercised by the Community institu-
tions;

Whereas it is necessary to ensure that parties who are affected by
decisions made by the Office are protected by the law in a manner
which is suited to the special character of trade mark law; whereas to
that end provision is made for an appeal to lie from decisions of the ex-
aminers and of the various divisions of the Office; whereas if the de-
partment whose decision-is contested does not rectify its decision it is to
remit the appeal to a Board of Appeal of the Office, which is to decide
on it; whereas decisions of the Boards of Appeal are, in turn, amenable
to actions before the Court of Justice of the European Communities,
which has jurisdiction to annul or to alter the contested decision;

Whereas under Council Decision 88/591/ECSC, EEC, Euratom of
24 October 1988 establishing a Court of First Instance of the European
Communities, as amended by Decision 93/350/Euratom, ECSC, EEC of
8 June 1993, that Court shall exercise at the first instance the jurisdic-
tion conferred on the Court of Justice by the Treaties establishing the
Communities—with particular regard to appeals lodged under the sec-
ond subparagraph of Article 173 of the EC Treaty—and by the acts
adopted in implementation thereof, save as otherwise provided in an
act setting up a body governed by Community law; whereas the juris-
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diction which this Regulation confers on the Court of Justice to cancel
and reform decisions of the appeal courts shall accordingly be exercised
at the first instance by the Court in accordance with the above Deci-
sion;

Whereas in order to strengthen the protection of Community trade
marks the Member States should designate, having regard to their own
national system, as limited a number as possible of national courts of
first and second instance having jurisdiction in matters of infringement
and validity of Community trade marks;

Whereas decisions regarding the validity and infringement of
Community trade marks must have effect and cover the entire area of
the Community, as this is the only way of preventing inconsistent deci-
sions on the part of the courts and the Office and of ensuring that the
unitary character of Community trade marks is not undermined;
whereas the rules contained in the Brussels Convention of Jurisdiction
and the Enforcement of Judgments in Civil and Commercial Matters
will apply to all actions at law relating to Community trade marks, save
where this Regulation derogates from those rules;

Whereas contradictory judgments should be avoided in actions
which involve the same acts and the same parties and which are
brought on the basis of a Community trade mark and parallel national
trade marks; whereas for this purpose, when the actions are brought in
the same Member State, the way in which this is to be achieved is a
matter for national procedural rules, which are not prejudiced by this
Regulation, whilst when the actions are brought in different Member
States, provisions modelled on the rules on lis pendens and related ac-
tions of the abovementioned Brussels Convention appear appropriate;

Whereas in order to guarantee the full autonomy and independence
of the Office, it is considered necessary to grant it an autonomous
budget whose revenue comes principally from fees paid by the users of
the system; whereas however, the Community budgetary procedure
remains applicable as far as any subsidies chargeable to general budget
of the European Communities are concerned; whereas moreover, the
auditing of accounts should be undertaken by the Court of Auditors;

Whereas implementing measures are required for the Regulation’s
application, particularly as regards the adoption and amendment of
fees regulations and an Implementing Regulation; whereas such meas-
ures should be adopted by the Commission, assisted by a Committee
composed of representatives of the Member States, in accordance with
the procedural rules laid down in Article 2, procedure III(b), of Coun-
cil Decisions 87/373/EEC of 13 July 1987 laying down the procedures
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for the exercise of implementing powers conferred on the Commission,
HAS ADOPTED THIS REGULATION:
TITLE I
GENERAL PROVISIONS
Articlel
Community trade mark

1. A trade mark for goods or services which is registered in accor-
dance with the conditions contained in this Regulation and in the man-
ner herein provided is hereinafter referred to as a ‘Community trade
mark’.

2. A Community trade mark shall have a unitary character. It shall
have equal effect throughout the Community: it shall not be registered,
transferred or surrendered or be the subject of a decision revoking the
rights of the proprietor or declaring it invalid, nor shall its use be pro-
hibited, save in respect of the whole Community. This principle shall
apply unless otherwise provided in this Regulation.

Article 2
Office

An Office for Harmonization in the Internal Market (trade marks
and designs), hereinafter referred to as ‘the Office’, is hereby estab-
lished.

Article 3
Capacity to act .

For the purpose of implementing this Regulation, companies or
firms and other legal bodies shall be regarded as legal persons if, under
the terms of the law governing them, they have the capacity in their
own name to have rights and obligations of all kinds, to make contracts
or accomplish other legal acts and to sue and be sued.

TITLE I
THE LAW RELATING TO TRADE MARKS
SECTION 1
DEFINITION OF A COMMUNITY TRADE MARK
OBTAINING A COMMUNITY TRADE MARK
Article 4
Signs of which a Community trade mark may consist

A Community trade mark may consist of any signs capable of being
represented graphically, particularly words, including personal names,
designs, letters, numerals, the shape of goods or of their packaging,
provided that such signs are capable of distinguishing the goods or
services of one undertaking from those of other undertakings.
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Article 5
Persons who can be proprietors of Community trade marks

1. The following natural or legal persons, including authorities es-
tablished under public law, may be proprietors of Community trade
marks:

(a) nationals of the Member States; or

(b) nationals of other States which are parties to the Paris Conven-
tion for the protection of industrial property, hereinafter referred to as
‘the Paris Convention’; or

(c) nationals of States which are not parties to the Paris Convention
who are domiciled or have their seat or who have real and effective in-
dustrial or commercial establishments within the territory of the Com-
munity or of a State which is party to the Paris Convention; or

(d) nationals, other than those referred to under subparagraph (c),
of any State which is not party to the Parxis Convention and which, ac-
cording to published findings, accords to nationals of all the Member
States the same protection for trade marks as it accords to its own na-
tionals and, if nationals of the Member States are required to prove
registration in the country of origin, recognizes the registration of
Community trade marks as such proof.

2. With respect to the application of paragraph 1, stateless persons
as defined by Article 1 of the Convention relating to the Status of
Stateless Persons signed at New York on 28 September 1954, and refu-
gees as defined by Article 1 of the Convention relating to the Status of
Refugees signed at Geneva on 28 July 1951 and modified by the Proto-
col relating to the Status of Refugees signed at New York on 31 Janu-
ary 1967, shall be regarded as nationals of the country in which they
have their habitual residence.

3. Persons who are nationals of a State covered by paragraph 1 (d)
must prove that the trade mark for which an application for a Commu-
nity trade mark has been submitted is registered in the State of origin,
unless, according to published findings, the trade marks of nationals of
the Member States are registered in the State of origin in question
without proof of prior registration as a Community trade mark or as a
national trade mark in a Member State.

Article 6

" Means whereby a Community trade mark is obtained
A Community trade mark shall be obtained by registration.
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Article 7
Absolute grounds for refusal

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, in-
tended purpose, value, geographical origin or the time of production of
the goods or of rendering of the service, or other characteristics of the
goods or service;

(d) trade marks which consist exclusively of signs or indications
which have become customary in the current language or in the bona
fide and established practices of the trade;

(e) signs which consist exclusively of:

(i) the shape which results from the nature of the goods themselves;
or

(i) the shape of goods which is necessary to obtain a technical re-
sult; or

(iii) the shape which gives substantial value to the goods;

(f) trade marks which are contrary to public policy or to accepted
principles of morality;

(g) trade marks which are of such a nature as to deceive the public,
for instance as to the nature, quality or geographical origin of the goods
or service;

(h) trade marks which have not been authorized by the competent
authorities and are to be refused pursuant to Article 6ter of the Paris
Convention;

(i) trade marks which include badges, emblems or escutcheons
other than those covered by Article 6ter of the Paris Convention and
which are of particular public interest, unless the consent of the appro-
priate authorities to their registration has been given.

2. Paragraph 1 shall apply notwithstanding that the grounds of
non-registrability obtain in only part of the Community.

3. Paragraph 1 (b), (c) and (d) shall not apply if the trade mark has
become distinctive in relation to the goods or services for which regis-
tration is requested in consequence of the use which has been made of
it.

Article 8
Relative grounds for refusal
1. Upon opposition by the proprietor of an earlier trade mark, the
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trade mark applied for shall not be registered:

(a) if it is identical with the earlier trade mark and the goods or
services for which registration is applied for are identical with the goods
or services for which the earlier trade mark is protected;

(b) if because of its identity with or similarity to the earlier trade
mark and the identity or similarity of the goods or services covered by
the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the
likelihood of confusion includes the likelihood of association with the
earlier trade mark.

2. for the purposes of paragraph 1, ‘Earlier trade marks’ means:

(a) trade marks of the following kinds with a date of application for
registration which is earlier than the date of application for registration
of the Community trade mark, taking account, where appropriate, of
the priorities claimed in respect of those trade marks:

(1) Community trade marks;

(ii) trade marks registered in a Member State, or, in the case of Bel-
gium, the Netherlands or Luxembourg, at the Benelux Trade Mark Of-
fice;

(iif) trade marks registered under international arrangements which
have effect in a Member State;

(b) applications for the trade marks referred to in subparagraph (a),
subject to their registration;

(c) trade marks which, on the date of application for registration of
the Community trade mark, or, where appropriate, of the priority
claimed in respect of the application for registration of the Community
trade mark, are well known in a Member State, in the sense in which
the words ‘well known’ are used in Article 6 bis of the Paris Conven-
tion.

3. Upon opposition by the proprietor of the trade mark, a trade
mark shall not be registered where an agent or representative of the
proprietor of the trade mark applies for registration thereof in his own
name without the proprietor’s consent, unless the agent or representa-
tive justifies his action.

4. Upon opposition by the proprietor of a non-registered trade
mark or of another sign used in the course of trade of more than mere
local significance, the trade mark applied for shall not be registered
where and to the extent that, pursuant to the law of the Member State
governing that sign,

(a) rights to that sign were acquired prior to the date of application
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for registration of the Community trade mark, or the date of the prior-
ity claimed for the application for registration of the Community trade
mark;

(b) that sign confers on its proprietor the right to prohibit the use of
a subsequent trade mark.

5. Furthermore, upon opposition by the proprietor of an earlier
trade mark within the meaning of paragraph 2, the trade mark applied
for shall not be registered where it is identical with or similar to the
earlier trade mark and is to be registered for goods or services which
are not similar to those for which the earlier trade mark is registered,
where in the case of an earlier Community trade mark the trade mark
has a reputation in the Community and, in the case of an earlier na-
tional trade mark, the trade mark has a reputation in the Member State
concerned and where the use without due cause of the trade mark ap-
plied for would take unfair advantage of, or be detrimental to, the dis-
tinctive character or the repute of the earlier trade mark.

SECTION 2
EFFECTS OF COMMUNITY TRADE MARKS
Article 9
Rights conferred by a Community trade mark

1. A Community trade mark shall confer on the proprietor exclusive
rights therein. The proprietor shall be entitled to prevent all third par-
ties not having his consent from using in the course of trade:

(a) any sign which is identical with the Community trade mark in
relation to goods or services which are identical with those for which
the Community trade mark is registered;

(b) any sign where, because of its identity with or similarity to the
Community trade mark and the identity or similarity of the goods or
services covered by the Community trade mark and the sign, there ex-
ists a likelihood of confusion on the part of the public; the likelihood of
confusion includes the likelihood of association between the sign and
the trade mark;

(c) any sign which is identical with or similar to the Community
trade mark in relation to goods or services which are not similar to
those for which the Community trade mark is registered, where the lat-
ter has a reputation in the Community and where use of that sign with-
out due cause takes unfair advantage of or is detrimental to, the distinc-
tive character or the repute of the Community trade mark.

2. The following, inter alia, may be prohibited under paragraph 1:

(2) affixing the sign to the goods or to the packaging thereof;
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(b) offering the goods, putting them on the market or stocking them
for these purposes under that sign, or offering or supplying services
thereunder;

(c) importing or exporting the goods under that sign;

(d) using the sign on business papers and in advertising.

3. The rights conferred by a Community trade mark shall prevail
against third parties from the date of publication of registration of the
trade mark. Reasonable compensation may, however, be claimed in re-
spect of matters arising after the date of publication of a Community
trade mark application, which matters would, after publication of the
registration of the trade mark, be prohibited by virtue of that publica-
tion. The court seized of the case may not decide upon the merits of the
case until the registration has been published.

Article 10
Reproduction of Community trade marks in dictionaries

If the reproduction of a Community trade mark in a dictionary, en-
cyclopaedia or similar reference work gives the impression that it con-
stitutes the generic name of the goods or services for which the trade
mark is registered, the publisher of the work shall, at the request of the
proprietor of the Community trade mark, ensure that the reproduction
of the trade mark at the latest in the next edition of the publication is
accompanied by an indication that it is a registered trade mark.

Article 11

Prohibition on the use of a Community trade mark registered in the

name of an agent or representative

Where a Community trade mark is registered in the name of the
agent or representative of a person who is the proprietor of that trade
mark, without the proprietor’s authorization, the latter shall be entitled
to oppose the use of his mark by his agent or representative if he has
not authorized such use, unless the agent or representative justifies his
action.

Article 12
Limitation of the effects of a Community trade mark

A Community trade mark shall not entitle the proprietor to pro-
hibit a third party from using in the course of trade:

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended puz-
pose, value, geographical origin, the time of production of the goods or
of rendering of the service, or other characteristics of the goods or
Service; '
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(c) the trade mark where it is necessary to indicate the intended
purpose of a product or service, in particular as accessories or spare
parts,

provided he uses them in accordance with honest practices in indus-
trial or commercial matters.

Article 13
Exhaustion of the rights conferred by a Community trade mark

1. A Community trade mark shall not entitle the proprietor to pro-
hibit its use in relation to goods which have been put on the market in
the Community under that trade mark by the proprietor or with his
consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons
for the proprietor to oppose further commercialization of the goods,
especially where the condition of the goods is changed or impaired af-
ter they have been put on the market.

Article 14

Complementary application of national law relating to infringement

1. The effects of Community trade marks shall be governed solely
by the provisions of this Regulation. In other respects, infringement of
a Community trade mark shall be governed by the national law relating
to infringement of a national trade mark in accordance with the provi-
sions of Title X.

2. This Regulation shall not prevent actions concerning a Commu-
nity trade mark being brought under the law of Member States relating
in particular to civil liability and unfair competition.

3. The rules of procedure to be applied shall be determined in ac-
cordance with the provisions of Title X.

SECTION 3
USE OF COMMUNITY TRADE MARKS
Article 15
Use of Community trade marks

1. If, within a period of five years following registration, the pro-
prietor has not put the Community trade mark to genuine use in the
Community in connection with the goods or services in respect of which
it is registered, or if such use has been suspended during an uninter-
rupted period of five years, the Community trade mark shall be subject
to the sanctions provided for in this Regulation, unless there are proper
reasons for non-use.

2. The following shall also constitute use within the meaning of
paragraph 1:
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(a) use of the Community trade mark in a form differing in ele-
ments which do not alter the distinctive character of the mark in the
form in which it was registered;

(b) affixing of the Community trade mark to goods or to the pack-
aging thereof in the Community solely for export purposes.

3. Use of the Community trade mark with the consent of the pro-
prietor shall be deemed to constitute use by the proprietor.

SECTION 4
COMMUNITY TRADE MARKS AS OBJECTS OF PROPERTY
Article 16
Dealing with Community trade marks as national trade marks

1. Unless Articles 17 to 24 provide otherwise, a Community trade
mark as an object of property shall be dealt with in its entirety, and for
the whole area of the Community, as a national trade mark registered
in the Member State in which, according to the Register of Community
trade marks,

(a) the proprietor has his seat or his domicile on the relevant date;
or

(b) where subparagraph (a) does not apply, the proprietor has an
establishment on the relevant date.

2. In cases which are not provided for by paragraph 1, the Member
State referred to in that paragraph shall be the Member State in which
the seat of the Office is situated.

3. If two or more persons are mentioned in the Register of Commu-
nity trade marks as joint proprietors, paragraph 1 shall apply to the
joint proprietor first mentioned; failing this, it shall apply to the subse-
quent joint proprietors in the order in which they are mentioned.
Where paragraph 1 does not apply to any of the joint proprietors,
paragraph 2 shall apply.

Article 17
Transfer

1. A Community trade mark may be transferred, separately from
any transfer of the undertaking, in respect of some or all of the goods
or services for which it is registered.

2. A transfer of the whole of the undertaking shall include the trans-
fer of the Community trade mark except where, in accordance with the
law governing the transfer, there is agreement to the contrary or cir-
cumstances clearly dictate otherwise. This provision shall apply to the
contractual obligation to transfer the undertaking,

3. Without prejudice to paragraph 2, an assignment of the Commu-
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nity trade mark shall be made in writing and shall require the signature
of the parties to the contract, except when it is a result of a judgment;
otherwise it shall be void.

4. Where it is clear from the transfer documents that because of the
transfer the Community trade mark is likely to mislead the public con-
cerning the nature, quality or geographical origin of the goods or serv-
ices in respect of which it is registered, the Office shall not register the
transfer unless the successor agrees to limit registration of the Commu-
nity trade mark to goods or services in respect of which it is not likely
to mislead.

5. On request of one of the parties a transfer shall be entered in the
Register and published.

6. As long as the transfer has not been entered in the Register, the
successor in title may not invoke the rights arising from the registration
of the Community trade mark.

7. Where there are time limits to be observed vis-a-vis the Office,
the successor in title may make the corresponding statements to the Of-
fice once the request for registration of the transfer has been received
by the Office.

8. All documents which require notification to the proprietor of the
Community trade mark in accordance with Article 77 shall be ad-
dressed to the person registered as proprietor.

Article 18
Transfer of a trade mark registered in the name of an agent

Where a Community trade mark is registered in the name of the
agent or representative of a person who is the proprietor of that trade
mark, without the proprietor’s authorization, the latter shall be entitled
to demand the assignment in his favour of the said registration, unless
such agent or representative justifies his action.

Article 19
Rights in rem

1. A Community trade mark may, independently of the undertak-
ing, be given as security or be the subject of rights in rem.

2. On request of one of the parties, rights mentioned in paragraph 1
shall be entered in the Register and published.

Article 20
Levy of execution

1. A Community trade mark may be levied in execution.

2. As regards the procedure for levy of execution in respect of a
Community trade mark, the courts and authorities of the Member
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States determined in accordance with Article 16 shall have exclusive ju-
risdiction.

3. On request of one the parties, levy of execution shall be entered
in the Register and published.

Article 21
Bankruptcy or like proceedings

1. Until such time as common rules for the Member States in this
field enter into force, the only Member State in which a Community
trade mark may be involved in bankruptcy or like proceedings shall be
that in which such proceedings are first brought within the meaning of
national law or of conventions applicable in this field.

2. Where a Community trade mark is involved in bankruptcy or like
proceedings, on request of the competent national authority an entry to
this effect shall be made in the Register and published.

Article 22
Licensing

1. A Community trade mark may be licensed for some or all of the
goods or services for which it is registered and for the whole or part of
the Community. A licence may be exclusive or non-exclusive.

2. The proprietor of a Community trade mark may invoke the rights
conferred by that trade mark against a licensee who contravenes any
provision in his licensing contract with regard to its duration, the form
covered by the registration in which the trade mark may be used, the
scope of the goods or services for which the licence is granted, the terri-
tory in which the trade mark may be affixed, or the quality of the goods
manufactured or of the services provided by the licensee.

3. Without prejudice to the provisions of the licensing contract, the
licensee may bring proceedings for infringement of a Community trade
mark only if its proprietor consents thereto. However, the holder of an
exclusive licence may bring such proceedings if the proprietor of the
trade mark, after formal notice, does not himself bring infringement
proceedings within an appropriate period.

4. A licensee shall, for the purpose of obtaining compensation for
damage suffered by him, be entitled to intervene in infringement pro-
ceedings brought by the proprietor of the Community trade mark.

5. On request of one of the parties the grant or transfer of a licence
in respect of a Community trade mark shall be entered in the Register
and published.
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Article 23
Effects vis-a-vis third parties

1. Legal acts referred to in Article 17, 19 and 22 concerning a Com-
munity trade mark shall only have effects vis-a-vis third parties in all
the Member States after entry in the Register. Nevertheless, such an act
before it is so entered, shall have effect vis-a-vis third parties who have
acquired rights in the trade mark after the date of that act but who
knew of the act at the date on which the rights were acquired.

2. Paragraph 1 shall not apply in the case of a person who acquires
the Community trade mark or a right concerning the Community trade
mark by way of transfer of the whole of the undertaking or by any
other universal succession.

3. The effects vis-a-vis third parties of the legal acts referred to in
Article 20 shall be governed by the law of the Member State deter-
mined in accordance with Article 16.

4, Until such time as common rules for the Member States in the
field of bankruptcy enter into force, the effects vis-a-vis third parties of
bankruptcy or like proceedings shall be governed by the law of the
Member State in which such proceedings are first brought within the
meaning of national law or of conventions applicable in this field.

Article 24
The application for a Community trade mark as an object of prop-
erty

Articles 16 to 23 shall apply to applications for Community trade
marks.

TITLE IT
APPLICATION FOR COMMUNITY TRADE MARKS
SECTION 1
FILING OF APPLICATIONS AND THE CONDITIONS
WHICH GOVERN THEM
Article 25
Filing of applications

1. An application for a Community trade mark shall be filed, at the
choice of the applicant, ‘

(a) at the Office; or

(b) at the central industrial property office of a Member State or at
the Benelux Trade Mark Office. An application filed in this way shall
have the same effect as if it had been filed on the same date at the Of-
fice.

2. Where the application is filed at the central industrial property
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office of a Member State or at the Benelux Trade Mark Office, that of-
fice shall take all steps to forward the application to the Office within
two weeks after filing. It may charge the applicant a fee which shall not
exceed the administrative costs of receiving and forwarding the applica-
tion.

3. Applications referred to in paragraph 2 which reach the Office
more than one month after filing shall be deemed withdrawn.

4, Ten years after the entry into force of this Regulation, the Com-
mission shall draw up a report on the operation of the system of filing
applications for Community trade marks, together with any proposals
for modifying this system.

Article 26
Conditions with which applications must comply

1. An application for a Community trade mark shall contain:

(a) a request for the registration of a Community trade mark;

(b) information identifying the applicant;

(c) a list of the goods or services in respect of which the registration
is requested;

(d) a representation of the trade mark.

2. The application for a Community trade mark shall be subject to
the payment of the application fee and, when appropriate, of one or
more class fees.

3. An application for a Community trade mark must comply with
the conditions laid down in the implementing Regulation referred to in
Article 140.

Article 27
Date of filing

The date of filing of a Community trade mark application shall be
the date on which documents containing the information specified in
Article 26 (1) are filed with the Office by the applicant or, if the appli-
cation has been filed with the central office of a Member State or with
the Benelux Trade Mark Office, with that office, subject to payment of
the application fee with within a period of one month of filing the
abovementioned documents.

Article 28
Classification

Goods and services in respect of which Community trade marks are
applied for shall be classified in conformity with the system of classifica-
tion specified in the Implementing Regulation.
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SECTION 2
PRIORITY
Article 29
Right of priority

1. A person who has duly filed an application for a trade mark in or
for any State party to the Paris Convention, or his successors in title,
shall enjoy, for the purpose of filing a Community trade mark applica-
tion for the same trade mark in respect of goods or services which are
identical with or contained within those for which the application has
been filed, a right of priority during a period of six months from the
date of filing of the first application.

2. Every filing that is equivalent to a regular national filing under
the national law of the State where it was made or under bilateral or
multilateral agreements shall be recognized as giving rise to a right of
priority.

3. By a regular national filing is meant any filing that is sufficient to
establish the date on which the application was filed, whatever may be
the outcome of the application.

4. A subsequent application for a trade mark which was the subject
of a previous first application in respect of the same goods or services,
and which is filed in or in respect of the same State shall be considered
as the first application for the purposes of determining priority, pro-
vided that, at the date of filing of the subsequent application, the previ-
ous application has been withdrawn, abandoned or refused, without
being open to public inspection and without leaving any rights out-
standing, and has not served as a basis for claiming a right of priority.
The previous application may not thereafter serve as a basis for claim-
ing a right of priority.

5. If the first filing has been made in a State which is not a party to
the Paris Convention, paragraphs 1 to 4 shall apply only in so far as
that State, according to published findings, grants, on the basis of a first
filing made at the Office and subject to conditions equivalent to those
laid down in this Regulation, a right of priority having equivalent ef-
fect.

Article 30
Claiming priority

An applicant desiring to take advantage of the priority of a previous
application shall file a declaration of priority and a copy of the previous
application. If the language of the latter is not one of the languages of
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the Office, the applicant shall file a translation of the previous applica-
tion in one of those languages.
Article 31
Effect of priority right
The right of priority shall have the effect that the date of priority
shall count as the date of filing of the Community trade mark applica-
tion for the purposes of establishing which rights take precedence.
Article 32
Equivalence of Community filing with national filing
A Community trade mark application which has been accorded a
date of filing shall, in the Member States, be equivalent to a regular na-
tional filing, where appropriate with the priority claimed for the Com-
munity trade mark application.
SECTION 3
EXHIBITION PRIORITY
Article 33
Exhibition priority
1. If an applicant for a Community trade mark has displayed goods
or services under the mark applied for, at an official or officially recog-
nized international exhibition falling within the terms of the Conven-
tion on International Exhibitions signed at Paris on 22 November 1928
and last revised on 30 November 1972, he may, if he files the applica-
tion within a period of six months from the date of the first display of
the goods or services under the mark applied for, claim a right of pri-
ority from that date within the meaning of Article 31.
2. An applicant who wishes to claim priority pursuant to paragraph
1 must file evidence of the display of goods or services under the mark
applied for under the conditions laid down in the Implementing Regu-
lation.
3. An exhibition priority granted in a Member State or in a third
country does not extend the period of priority laid down in Article 29,
SECTION 4
CLAIMING THE SENIORITY OF A NATIONAL TRADE
MARK
Article 34
Claiming the seniority of a national trade mark
1. The proprietor of an earlier trade mark registered in a Member
State, including a trade mark registered in the Benelux countries, or
registered under international arrangements having effect in a Member
State, who applies for an identical trade mark for registration as a
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Community trade mark for goods or services which are identical with
or contained within those for which the earlier trade mark has been
registered, may claim for the Community trade mark the seniority of
the earlier trade mark in respect of the Member State in or for which it
is registered.

2. Seniority shall have the sole effect under this Regulation that,
where the proprietor of the Community trade mark surrenders the ear-
lier trade mark or allows it to lapse, he shall be deemed to continue to
have the same rights as he would have had if the earlier trade mark had
continued to be registered.

3. The seniority claimed for the Community trade mark shall lapse
if the earlier trade mark the seniority of which is claimed is declared to
have been revoked or to be invalid or if it is surrendered prior to the
registration of the Community trade mark.

Article 35
Claiming seniority after registration of the Community trade mark

1. The proprietor of a Community trade mark who is the proprietor
of an earlier identical trade mark registered in a Member State, in-
cluding a trade mark registered in the Benelux countries, or of a trade
mark registered under international arrangements having effect in a
Member State, for identical goods or services, may claim the seniority
of the earlier trade mark in respect of the Member State in or for which
it is registered.

2. Article 34 (2) and (3) shall apply.

TITLEIV
REGISTRATION PROCEDURE
SECTION 1
EXAMINATION OF APPLICATIONS
Article 36
Examination of the conditions of filing

1. The Office shall examine whether:

(a) the Community trade mark application satisfies the require-
ments for the accordance of a date of filing in accordance with Article
27,

(b) the Community trade mark application complies with the condi-
tions laid down in the Implementing Regulation;

(c) where appropriate, the class fees have been paid within the pre-
scribed period.

2. Where the Community trade mark application does not satisfy
the requirements referred to in paragraph 1, the Office shall request the
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applicant to remedy the deficiencies or the default on payment within
the prescribed period.

3. If the deficiencies or the default on payment established pursuant
to paragraph 1 (2) are not remedied within this period, the application
shall not be dealt with as a Community trade mark application. If the
applicant complies with the Office’s request, the Office shall accord as
the date of filing of the application the date on which the deficiencies or
the default on payment established are remedied.

4. If the deficiencies established pursuant to paragraph 1 (b) are not
remedied within the prescribed period, the Office shall refuse the ap-
plication.

5. If the default on payment established pursuant to paragraph 1 (c)
is not remedied within the prescribed period, the application shall be
deemed to be withdrawn unless it is clear which categories of goods or
services the amount paid is intended to cover.

6. Failure to satisfy the requirements concerning the claim to prior-
ity shall result in loss of the right of priority for the application.

7. Failure to satisfy the requirements concerning the claiming of
seniority of a national trade mark shall result in loss of that right for the
application.

Article 37
Examination of the conditions relating to the entitlement of the
proprietor

1. Where, pursuant to Article 5, the applicant may not be the pro-
prietor of a Community trade mark, the application shall be refused.

2. The application may not be refused before the applicant has been
given the opportunity to withdraw his application or submit his obser-
vations.

’ Article 38
Examination as to absolute grounds for refusal
1. Where, under Atticle 7, a trade mark is ineligible for registration

in respect of some or all of the goods or services covered by the Com-
munity trade mark application, the application shall be refused as re-
gards those goods or services.

2. Where the trade mark contains an element which is not distinc-
tive, and where the inclusion of said element in the trade mark could
give rise to doubts as to the scope of protection of the trade mark, the
Office may request, as a condition for registration of said trade mark,
that the applicant state that he disclaims any exclusive right to such
element. Any disclaimer shall be published together with the applica-
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tion or the registration of the Community trade mark, as the case may
be.

3. The application shall not be refused before the applicant has
been allowed the opportunity of withdrawing or amending the applica-
tion or of submitting his observations.

SECTION 2
SEARCH
Article 39

Search

1. Once the Office has accorded a date of filing to a Community
trade mark application and has established that the applicant satisfies
the conditions referred to in Article 5, it shall draw up a Community
search report citing those earlier Community trade marks or Commu-
nity trade mark applications discovered which may be invoked under
Article 8 against the registration of the Community trade mark applied

for.

2. As soon as a Community trade mark application has been ac-
corded a date of filing, the Office shall transmit a copy thereof to the
central industrial property office of each Member State which has in-
formed the Office of its decision to operate a search in its own register
of trade marks in respect of Community trade mark applications.

3. Each of the central industrial property offices referred to in para-
graph 2 shall communicate to the Office within three months as from
the date on which it received the Community trade mark application a
search report which shall either cite those earlier national trade marks
or trade mark applications discovered which may be invoked under Ar-
ticle 8 against the registration of the Community trade mark applied
for, or state that the search has revealed no such rights.

4. An amount shall be paid by the Office to each central industrial
property office for each search report provided by that office in accor-
dance with paragraph 3. The amount, which shall be the same for each
office, shall be fixed by the Budget Committee by means of a decision
adopted by a majority of three-quarters of the representatives of the
Member States.

5. The Office shall transmit without delay to the applicant for the
Community trade mark the Community search report and the national
search reports received within the time limit laid down in paragraph 3.

6. Upon publication of the Community trade mark application,
which may not take place before the expiry of a period of one month as

from the date on which the Office transmits the search reports to the
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applicant, the Office shall inform the proprietors of any earlier Com-
munity trade marks or Community trade mark applications cited in the
Community search report of the publication of the Community trade
mark application.

7. The Commission shall, five years after the opening of the Office
for the filing of applications, submit to the Council a report on the op-
eration of the system of searching resulting from this Article, including
the payments made to Member States under paragraph 4, and, if neces-
sary, appropriate proposals for amending this Regulation with a view to
adapting the system of searching on the basis of the experience gained
and bearing in mind developments in searching techniques.

SECTION 3

PUBLICATION OF THE APPLICATION
Article 40
Publication of the application
1. If the conditions which the application for a Community trade
mark must satisfy have been fulfilled and if the period referred to in
Article 39 (6) has expired, the application shall be published to the ex-
tent that it has not been refused pursuant to Articles 37 and 38.
2. Where, after publication, the application is refused under Articles
37 and 38, the decision that it has been refused shall be published upon
becoming final.
SECTION 4
OBSERVATIONS BY THIRD PARTIES AND OPPOSITION
Article 41
Observations by third parties
1. Following the publication of the Community trade mark applica-
tion, any natural or legal person and any group or body representing
manufacturers, producers, suppliers of services, traders or consumers
may submit to the Office written observations, explaining on which
grounds under Atrticle 7, in particular, the trade mark shall not be regis-
tered ex officio. They shall not be parties to the proceedings before the
Office.
2. The observations referred to in paragraph 1 shall be communi-
cated to the applicant who may comment on them.
Article 42
Opposition
1. Within a period of three months following the publication of a
Community trade mark application, notice of opposition to registration
of the trade mark may be given on the grounds that it may not be regis-
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tered under Article 8:

(a) by the proprietors of earlier trade marks referred to in Article
82) as well as licensees authorized by the proprietors of those trade
marks, in respect of Article 8(1) and (5);

(b) by the proprietors of trade marks referred to in Axticle 8(3);

(c) by the proprietors of earlier marks or signs referred to in Article
8(4) and by persons authorized under the relevant national law to exer-
cise these rights.

- 2. Notice of opposition to registration of the trade mark may also be
given, subject to the conditions laid down in paragraph 1, in the event
of the publication of an amended application in accordance with the
second sentence of Article 44 (2).

3. Opposition must be expressed in writing and must specify the
grounds on which it is made. It shall not be treated as duly entered un-
til the opposition fee has been paid. Within a period fixed by the Of-
fice, the opponent may submit in support of his case facts, evidence and
arguments.

' Article 43

Examination of opposition

1. In the examination of the opposition the Office shall invite the
parties, as often as necessary, to file observations, within a period set
them by the Office, on communications from the other parties or issued
by itself.

2. If the applicant so requests, the proprietor of an earlier Commu-
nity trade mark who has given notice of opposition shall furnish proof
that, during the period of five years preceding the date of publication of
the Community trade mark application, the earlier Community trade
mark has been put to genuine use in the Community in connection with
the goods or services in respect of which it is registered and which he
cites as justification for his opposition, or that there are proper reasons
for non-use, provided the earlier Community trade mark has at that
date been registered for not less than five years. In the absence of proof
to this effect, the opposition shall be rejected. If the earlier Community
trade mark has been used in relation to part only of the goods or serv-
ices for which it is registered it shall, for the purposes of the examina-
tion of the opposition, be deemed to be registered in respect only of
that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred
to in Article 8 (2) (a), by substituting use in the Member State in which
the earlier national trade mark is protected for use in the Community.
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4. The Office may, if it thinks fit, invite the parties t0 make a
friendly settlement.

5. If examination of the opposition reveals that the trade mark may
not be registered in respect of some or all of the goods or services for
which the Community trade mark application has been made, the ap-
plication shall be refused in respect of those goods or services. Other-
wise the opposition shall be rejected.

6. The decision refusing the application shall be published upon be-
coming final.

SECTION 5
WITHDRAWAL, RESTRICTION AND AMENDMENT OF
THE APPLICATION
Article 44
Withdrawal, restriction and amendment of the application

1. The applicant may at any time withdraw his Community trade
mark application or restrict the list of goods or services contained
therein. Where the application has already been published, the with-
drawal or restriction shall also be published.

2. In other respects, a Community trade mark application may be
amended, upon request of the applicant, only by correcting the name
and address of the applicant, errors of wording or of copying, or obvi-
ous mistakes, provided that such correction does not substantially
change the trade mark or extend the list of goods or services. Where
the amendments affect the representation of the trade mark or the list
of goods or services and are made after publication of the application,
the trade mark application shall be published as amended.

SECTION 6
REGISTRATION
Article 45
Registration

Where an application meets the requirements of this Regulation
and where no notice of opposition has been given within the period re-
ferred to in Article 42 (1) or where opposition has been rejected by a
definitive decision, the trade mark shall be registered as a Community
trade mark, provided that the registration fee has been paid within the
period prescribed. If the fee is not paid within this period the applica-
tion shall be deemed to be withdrawn.

TITLEY
DURATION, RENEWAL AND ALTERATION OF
COMMUNITY TRADE MARKS
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Article 46
Duration of registration

Community trade marks shall be registered for a period of ten years
from the date of filing of the application. Registration may be renewed
in accordance with Article 47 for further periods of ten years.

Article 47
Renewal

1. Registration of the Community trade mark shall be renewed at
the request of the proprietor of the trade mark or any person expressly
authorized by him, provided that the fees have been paid.

2. The Office shall inform the proprietor of the Community trade
mark, and any person laving a registered right in respect of the Com-
munity trade mark, of the expiry of the registration in good time before
the said expiry. Failure to give such information shall not involve the
responsibility of the Office.

3. The request for renewal shall be submitted within a period of six
months ending on the last day of the month in which protection ends.
The fees shall also be paid within this period. Failing this, the request
may be submitted and the fees paid within a further period of six
months following the day referred to in the first sentence, provided that
an additional fee is paid within this further period.

4. Where the request is submitted or the fees paid in respect of only
some of the goods or services for which the Community trade mark is
registered, registration shall be renewed for those goods or services
only.

5. Renewal shall take effect from the day following the date on
which the existing registration expires. The renewal shall be registered.

Article 48
Alteration

1. The Community trade mark shall not be altered in the register
during the period of registration or on renewal thereof.

2. Nevertheless, where the Community trade mark includes the
name and address of the proprietor, any alteration thereof not substan-
tially affecting the identity of the trade mark as originally registered
may be registered at the request of the proprietor.

3. The publication of the registration of the alteration shall contain
a representation of the Community trade mark as altered. Third parties
whose rights may be affected by the alteration may challenge the regis-
tration thereof within a period of three months following publication.
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TITLE V1
SURRENDER, REVOCATION AND INVALIDITY
SECTION 1
SURRENDER
Article 49
Surrender
1. A Community trade mark may be surrendered in respect of some
or all of the goods or services for which it is registered.

2. The surrender shall be declared to the Office in writing by the

proprietor of the trade mark. It shall not have effect until it has been
entered in the Register.

3. Surrender shall be entered only with the agreement of the pro-
prietor of a right entered in the Register. If a licence has been regis-
tered, surrender shall only be entered in the Register if the proprietor
of the trade mark proves that he has informed the licensee of his inten-
tion to surrender; this entry shall be made on expiry of the period pre-
scribed by the Implementing Regulation.

SECTION 2
GROUNDS FOR REVOCATION
Article 50
Grounds for revocation

1. The rights of the proprietor of the Community trade mark shall
be declared to be revoked on application to the Office or on the basis
of a counterclaim in infringement proceedings:

(a) if, within a continuous period of five years, the trade mark has
not been put to genuine use in the Community in connection with the
goods or services in respect of which it is registered, and there are no
proper reasons for non-use; however, no person may claim that the
proprietor’s rights in a Community trade mark should be revoked
where, during the interval between expiry of the five-year period and
filing of the application or counterclaim, genuine use of the trade mark
has been started or resumed; the commencement or resumption of use
within a period of three months preceding the filing of the application
or counterclaim which began at the earliest on expiry of the continuous
period of five years of non-use shall, however, be disregarded where
preparations for the commencement or resumption occur only after the
proprietor becomes aware that the application or counterclaim may be
filed;

(b) if, in consequence of acts or inactivity of the proprietor, the
trade mark has become the common name in the trade for a product or
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service in respect of which it is registered,;

(c) if, in consequence of the use made of it by the proprietor of the
trade mark or with his consent in respect of the goods or services for
which it is registered, the trade mark is liable to mislead the public, par-
ticularly as to the nature, quality or geographical origin of those goods
ot services;

(d) if the proprietor of the trade mark no longer satisfies the condi-
tions laid down by Axrticle 5.

2. Where the grounds for revocation of rights exist in respect of only
some of the goods or services for which the Community trade mark is
registered, the rights of the proprietor shall be declared to be revoked
in respect of those goods or services only.

SECTION 3
GROUNDS FOR INVALIDITY
Article 51
Absolute grounds for invalidity

1. A Community trade mark shall be declared invalid on application
to the Office or on the basis of a counterclaim in infringement pro-
ceedings,

(a) where the Community trade mark has been registered in breach
of the provisions of Article 5 or of Article 7;

(b) where the applicant was acting in bad faith when he filed the
application for the trade mark.

2. Where the Community trade mark has been registered in breach
of the provisions of Article 7 (1) (b), (c) or (d), it may nevertheless not
be declared invalid if, in consequence of the use which has been made
of it, it has after registration acquired a distinctive character in relation
to the goods or services for which it is registered.

3. Where the ground for invalidity exists in respect of only some of
the goods or services for which the Community trade mark is regis-
tered, the trade mark shall be declared invalid as regards those goods
or services only.

Article 52
Relative grounds for invalidity

1. A Community trade mark shall be declared invalid on application
to the Office or on the basis of a counterclaim in infringement pro-
ceedings:

(a) where there is an earlier trade mark as referred to in Article
8(2) and the conditions set out in paragraph 1 or paragraph 5 of that
Article are fulfilled;
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(b) where there is a trade mark as referred to in Article 8(3) and the
conditions set out in that paragraph are fulfilled;

(c) where there is an earlier right as referred to in Article 8(4) and
the conditions set out in that paragraph are fulfilled.

2. A Community trade mark shall also be declared invalid on appli-
cation to the Office or on the basis of a counterclaim in infringement
proceedings where the use of such trade mark may be prohibited pur-
suant to the national law governing the protection of any other earlier.
right an in particular:

(a) aright to a name;

(b) a right of personal portrayal,

(c) a copyright;

(d) an industrial property right.

3. A Community trade mark may not be declared invalid where the
proprietor of a right referred to in paragraphs 1 or 2 consents expressly
to the registration of the Community trade mark before submission of
the application for a declaration of invalidity or the counterclaim.

4. Where the proprietor of one of the rights referred to in para-
graphs 1 or 2 has previously applied for a declaration that a Community
trade mark is invalid or made a counterclaim in infringement proceed-
ings, he may not submit a new application for a declaration of invalidity
or lodge a counterclaim on the basis of another of the said rights which
he could have invoked in support of his first application or counter-
claim.

5. Article 51 (3) shall apply.

Article 53

Limitation in consequence of acquiescence

1. Where the proprietor of a Community trade mark has acqui-
esced, for a period of five successive years, in the use of a later Com-
munity trade mark in the Community while being aware of such use, he
shall no longer be entitled on the basis of the earlier trade mark either
to apply for a declaration that the later trade mark is invalid or to op-
pose the use of the later trade mark in respect of the goods or services
for which the later trade mark has been used, unless registration of the
later Community trade mark was applied for in bad faith.

2. Where the proprietor of an earlier national trade mark as re-
ferred to in Article 8 (2) or of another earlier sign referred to in Article
8 (4) has acquiesced, for a period of five successive years, in the use of a
later Community trade mark in the Member State in which the earlier
trade mark or the other earlier sign is protected while being aware of
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such use, he shall no longer be entitled on the basis of the earlier trade
mark or of the other earlier sign either to apply for a declaration that
the later trade mark is invalid or to oppose the use of the later trade
mark in respect of the goods or services for which the later trade mark
has been used, unless registration of the later Community trade mark
was applied for in bad faith.

3. In the cases referred to in paragraphs 1 and 2, the proprietor of a
later Community trade mark shall not be entitled to oppose the use of
the earlier right, even though that right may no longer be invoked
against the later Community trade mark.

SECTION 4
CONSEQUENCES OF REVOCATION AND INVALIDITY
Article 54
Consequences of revocation and invalidity

1. The Community trade mark shall be deemed not to have had, as
from the date of the application for revocation or of the counterclaim,
the effects specified in this Regulation, to the extent that the rights of
the proprietor have been revoked. An earlier date, on which one of the
grounds for revocation occurred, may be fixed in the decision at the re-
quest of one of the parties.

2. The Community trade mark shall be deemed not to have had, as
from the outset, the effects specified in this Regulation, to the extent
that the trade mark has been declared invalid.

3. Subject to the national provisions relating either to claims for
compensation for damage caused by negligence or lack of good faith on
the part of the proprietor of the trade mark, or to unjust enrichment,
the retroactive effect of revocation or invalidity of the trade mark shall
not affect:

(a) any decision on infringement which has acquired the authority
of a final decision and been enforced prior to the revocation or invalid-
ity decision;

(b) any contract concluded prior to the revocation or invalidity de-
cision, in so far as it has been performed before that decision; however,
repayment, to an extent justified by the circumstances, of sums paid
under the relevant contract, may be claimed on grounds of equity.



240 MARQ. INTELL. PROP. L. REV. [Vol. 1

SECTION 5
PROCEEDINGS IN THE OFFICE IN RELATION TO
REVOCATION OR INVALIDITY
Article 55
Application for revocation or for a declaration of invalidity

1. An application for revocation of the rights of the proprietor of a
Community trade mark or for a declaration that the trade mark is inva-
lid may be submitted to the Office:

(a) where Aurticles 50 and 51 apply, by any natural or legal person
and any group or body set up for the purpose of representing the inter-
ests of manufacturers, producers, suppliers of services, traders or con-
sumers, which under the terms of the law governing it has the capacity
in its own name to sue and be sued;

(b) where Article 52 (1) applies, by the persons referred to in Arti-
cle 42 (1);

(c) where Article 52 (2) applies, by the owners of the earlier rights
referred to in that provision or by the persons who are entitled under
the law of the Member State concerned to exercise the rights in ques-
tion.

2. The application shall be filed in a written reasoned statement. It
shall not be deemed to have been filed until the fee has been paid.

3. An application for revocation or for a declaration of invalidity
shall be inadmissible if an application relating to the same subject mat-
ter and cause of action, and involving the same parties, has been adju-
dicated on by a court in a Member State and has acquired the authority
of a final decision.

Article 56
Examination of the application

1. In the examination of the application for revocation of rights or
for a declaration of invalidity, the Office shall invite the parties, as of-
ten as necessary, to file observations, within a period to be fixed by the
Office, on communications from the other parties or issued by itself.

2. If the proprietor of the Community trade mark so requests, the
proprietor of an earlier Community trade mark, being a party to the in-
validity proceedings, shall furnish proof that, during the period of five
years preceding the date of the application for a declaration of invalid-
ity, the earlier Community trade mark has been put to genuine use in
the Community in connection with the goods or services in respect of
which it is registered and which he cites as justification for his applica-
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tion, or that there are proper reasons for non-use, provided the earlier
Community trade mark has. at that date been registered for non-use,
provided the earlier Community trade mark has at that date been regis-
tered for not less than five years. If, at the date on which the Commu-
nity trade mark application was published, the earlier Community trade
mark had been registered for not less than five years, the proprietor of
the earlier Community trade mark shall furnish proof that, in addition,
the conditions contained in Article 43 (2) were satisfied at that date. In
the absence of proof to this effect the application for a declaration of
invalidity shall be rejected. If the earlier Community trade mark has
been used in relation to part only of the goods or services for which it is
registered it shall, for the purpose of the examination of the application
for a declaration of invalidity, be deemed to be registered in respect
only of that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred
to in Article 8 (2) (2), by substituting use in the Member State in which
the earlier national trade mark is protected for use in the Community.

4, The Office may, if it thinks fit, invite the parties to make a
friendly settlement.

5. If the examination of the application for revocation of rights or
for a declaration of invalidity reveals that the trade mark should not
have been registered in respect of some or all of the goods or services
for which it is registered, the rights of the proprietor of the Community
trade mark shall be revoked or it shall be declared invalid in respect of
those goods or services. Otherwise the application for revocation of
rights or for a declaration of invalidity shall be rejected.

6. The decision revoking the rights of the proprietor of the Com-
munity trade mark or declaring it invalid shall be entered in the Regis-
ter upon becoming final.

TITLE VII
APPEALS
Article 57
Decisions subject to appeal

1. An appeal shall lie from decisions of the examiners, Opposition
Divisions, Administration of Trade Marks and Legal Division and Can-
cellation Divisions. It shall have suspensive effect.

2. A decision which does not terminate proceedings as regards one
of the parties can only be appealed together with the final decision,
unless the decision allows separate appeal.
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Article 58
Persons entitled to appeal and to be parties to appeal proceedings

Any party to proceedings adversely affected by a decision may ap-
peal. Any other parties to the proceedings shall be parties to the appeal
proceedings as of right,

Article 59
Time limit and form of appeal

Notice of appeal must be filed in writing at the Office within two
months after the date of notification of the decision appealed from. The
notice shall be deemed to have been filed only when the fee for appeal
has been paid. Within four months after the date of notification of the
decision, a written statement setting out the grounds of appeal must be
filed.

Article 60
Interlocutory revision

1. If the department whose decision is contested considers the ap-
peal to be admissible and well founded, it shall rectify its decision. This
shall not apply where the appellant is opposed by another party to the
proceedings.

2. If the decision is not rectified within one month after receipt of
the statement of grounds, the appeal shall be remitted to the Board of
Appeal without delay, and without comment as to its merit.

Article 61
Examination of appeals

1. If the appeal is admissible, the Board of Appeal shall examine
whether the appeal is allowable.

2. In the examination of the appeal, the Board of Appeal shall in-
vite the parties, as often as necessary, to file observations, within a pe-
riod to be fixed by the Board of Appeal, on communications from the
other parties or issued by itself.

Article 62
Decisions in respect of appeals

1. Following the examination as to the allowability of the appeal,
the Board of Appeal shall decide on the appeal. The Board of Appeal
may either exercise any power within the competence of the depart-
ment which was responsible for the decision appealed or remit the case
to that department for further prosecution,

2. If the Board of Appeal remits the case for further prosecution to
the department whose decision was appealed, that department shall be
bound by the ratio decidendi of the Board of Appeal, in so far as the
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facts are the same.

3. The decisions of the Boards of Appeal shall take effect only as
from the date of expiration of the period referred to in Article 63 (5)
or, if an action has been brought before the Court of Justice within that
period, as from the date of rejection of such action.

Article 63
Actions before the Court of Justice

1. Actions may be brought before the Court of Justice against deci-
sions of the Boards of Appeal on appeals.

2. The action may be brought on grounds of lack of competence, in-
fringement of an essential procedural requirement, infringement of the
Treaty, of this Regulation or of any rule of law relating to their applica-
tion or misuse of power.

3. The Court of Justice has jurisdiction to annul or to alter the con-
tested decision.

4. The action shall be open to any party to proceedings before the
Board of Appeal adversely affected by its decision.

5. The action shall be brought before the Court of Justice within
two months of the date of notification of the decision of the Board of
Appeal.

6. The Office shall be required to take the necessary measures to

comply with the judgment of the Court of Justice.
TITLE VIII
COMMUNITY COLLECTIVE MARKS

Article 64

Community collective marks

1. A Community collective mark shall be a Community trade mark
which is described as such when the mark is applied for and is capable
of distinguishing the goods or services of the members of the associa-
tion which is the proprietor of the mark from those of other undertak-
ings. Associations of manufacturers, producers, suppliers of services, or
traders which, under the terms of the law governing them, have the ca-
pacity in their own name to have rights and obligations of all kinds, to
make contracts or accomplish other legal acts and to sue and be sued,
as well as legal persons governed by public law, may apply for Commu-
nity collective marks.

2. In derogation from Article 7 (1) (c), signs or indications which
may serve, in trade, to designate the geographical origin of the goods or
services may constitute Community collective marks within the mean-
ing of paragraph 1. A collective mark shall not entitle the proprietor to



244 MARQ. INTELL. PROP. L. REV. [Vol. 1

prohibit a third party from using in the course of trade such signs or in-
dications, provided he uses them in accordance with honest practices in
industrial or commercial matters; in particular, such 2 mark may not be
invoked against a third party who is entitled to use a geographical
name.

3. The provisions of this Regulation shall apply to Community col-
lective marks, unless Articles 65 to 72 provide otherwise.

Article 65
Regulations governing use of the mark

1. An applicant for a Community collective mark must submit
regulations governing its use within the period prescribed.

2. The regulations governing use shall specify the persons author-
ized to use the mark, the conditions of membership of the association
and, where they exist, the conditions of use of the mark including sanc-
tions. The regulations governing use of a mark referred to in Article 64
(2) must authorize any person whose goods or services originate in the
geographical area concerned to become a member of the association
which is the proprietor of the mark.

Article 66
Refusal of the application

1. In addition to the grounds for refusal of a Community trade mark
application provided for in Articles 36 and 38, an application for a
Community collective mark shall be refused where the provisions of
Article 64 or 65 are not satisfied, or where the regulations governing
use are contrary to public policy or to accepted principles of morality.

2. An application for a Community collective mark shall also be re-
fused if the public is liable to be misled as regards the character or the
significance of the mark, in particular if it is likely to be taker to be
something other than a collective mark.

3. An application shall not be refused if the applicant, as a result of
amendment of the regulations governing use, meets the requirements
of paragraph 1 and 2.

Article 67
Observations by third parties

Apart from the cases mentioned in Article 41, any person, group or
body referred to in that Article may submit to the Office written obser-
vations based on the particular grounds on which the application for a
Community collective mark should be refused under the terms of Arti-
cle 66.
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Article 68
Use of marks

Use of a Community collective mark by any person who has
authority to use it shall satisfy the requirements of this Regulation,
provided that the other conditions which this Regulation imposes with
regard to the use of Community trade marks are fulfilled.

Article 69
Amendment of the regulations governing use of the mark

1. The proprietor of a Community collective mark must submit to
the Office any amended regulations governing use.

2. The amendment shall not be mentioned in the Register if the
amended regulations do not satisfy the requirements of Article 65 or
involve one of the grounds for refusal referred to in Article 66.

3. Article 67 shall apply to amended regulations governing use.

4. For the purposes of applying this Regulation, amendments to the
regulations governing use shall take effect only from the date of entry
of the mention of the amendment in the Register.

Article 70
Persons who are entitled to bring an action for infringement

1. The provisions of Article 22 (3) and (4) concerning the rights of
licensees shall apply to every person who has authority to use a Com-
munity collective mark.

2. The proprietor of a Community collective mark shall be entitled
to claim compensation on behalf of persons who have authority to use
the mark where they have sustained damage in consequence of unau-

thorized vse of the mark,
Article 71
Grounds for revocation

Apart from the grounds for revocation provided for in Article 50,
the rights of the proprietor of a Community collective mark shall be re-
voked on application to the Office or on the basis of a counterclaim in
infringement proceedings, if:

(a) the proprietor does not take reasonable steps to prevent the
mark being used in a manner incompatible with the conditions of use,
where these exist, laid down in the regulations governing use, amend-
ments to which have, where appropriate, been mentioned in the Regis-
ter;

(b) the manner in which the mark has been used by the proprietor
has caused it to become liable to mislead the public in the manner re-
ferred to in Article 66 (2);
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(c) an amendment to the regulations governing use of the mark has
been mentioned in the Register in breach of the provisions of Article
69 (2), unless the proprietor of the mark, by further amending the
regulations governing use, complies with the requirements of those
provisions.

Article 72
Grounds for invalidity

Apart from the grounds for invalidity provided for in Articles 51
and 52, a Community collective mark which is registered in breach of
the provisions of Article 66 shall be declared invalid on application to
the Office or on the basis of a counterclaim in infringement proceed-
ings, unless the proprietor of the mark, by amending the regulations
governing use, complies with the requirements of those provisions.

TITLE IX
PROCEDURE
SECTION 1
GENERAL PROVISIONS
Article 73
Statement of reasons on which decisions are based

Decisions of the Office shall state the reasons on which they are
based. They shall be based only on reasons or evidence on which the
parties concerned have had on opportunity to present their comments,

Article 74
Examination of the facts by the Office of its own motion

1. In proceedings before it the Office shall examine the facts of its
own motion; however, in proceedings relating to relative grounds for
refusal of registration, the Office shall be restricted in this examination
to the facts, evidence and arguments provided by the parties and the
relief sought.

2. The Office may disregard facts or evidence which are not submit-
ted in due time by the parties concerned.

Article 75
Oral proceedings

1. If the Office considers that oral proceedings would be expedient
they shall be held either at the instance of the Office or at the request
of any party to the proceedings.

2. Oral proceedings before the examiners, the Opposition Division
and the Administration of Trade Marks and Legal Division shall not be
public.

3. Oral proceedings, including delivery of the decision, shall be
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public before the Cancellation Division and the Boards of Appeal, in
so far as the department before which the proceedings are taking place
does not decide otherwise in cases where admission of the public could
have serious and unjustified disadvantages, in particular for a party to
the proceedings.
~ Article 76
Taking of evidence

1. In any proceedings before the Office, the means of giving or ob-
taining evidence shall include the following:

(a) hearing the parties;

(b) requests for information;

(c) the production of documents and items of evidence;

(d) hearing witnesses;

(e) opinions by experts;

(f) statements in writing sworn or affirmed or having a similar effect
under the law of the State in which the statement is drawn up.

2. The relevant department may commission one of its members to
examine the evidence adduced.

3. If the Office considers it necessary for a party, witness or expert
to give evidence orally, it shall issue a summons to the person con-
cerned to appear before it. .

4. The parties shall be informed of the hearing of a witness or ex-
pert before the Office. They shall have the right to be present and to
put questions to the witness or expert.

Article 77
Notification

The Office shall, as a matter of course, notify those concerned of
decisions and summonses and of any notice or other communication
from which a time limit is reckoned, or of which those concerned must
be notified under other provisions of this Regulation or of the Imple-
menting Regulation, or of which notification has been ordered by the
President of the Office.

Article 78
Restitutio in integrum

1. The applicant for or proprietor of a Community trade mark or
any other party to proceedings before the Office who, in spite of all due
care required by the circumstances having been taken, was unable to
observe a time limit vis-a-vis the Office shall, upon application, have his
rights re-established if the non-observance in question has the direct
consequence, by virtue of the provisions of this Regulation, of causing



248 MARQ. INTELL. PROP. L. REV. [Vol. 1

the loss of any right or means of redress.

2. The application must be filed in writing within two months from
the removal of the cause of non-compliance with the time limit. The
omitted act must be completed within this period. The application shall
only be admissible within the year immediately following the expiry of
the unobserved time limit. In the case of non-submission of the request
for renewal of registration or of non-payment of a renewal fee, the fur-
ther period of six months provided in Article 47 (3), third sentence,
shall be deducted from the period of one year.

3. The application must state the grounds on which it is based and
must set out the facts on which it relies. It shall not be deemed to be
filed until the fee for re-establishment of rights has been paid.

4. The department competent to decide on the omitted act shall de-
cide upon the application.

5. The provisions of this Asticle shall not be applicable to the time
limits referred to in paragraph 2 of this Article, Articles 29 (1) and 42
(1).

6. Where the applicant for or proprietor of a Community trade
mark has his rights re-established, he may not invoke his rights vis-a-vis
a third party who, in good faith, has put goods on the market or sup-
plied services under a sign which is identical with or similar to the
Community trade mark in the course of the period between the loss of
rights in the application or in the Community trade mark and publica-
tion of the mention of re-establishment of those rights.

7. A third party who may avail himself of the provisions of para-
graph 6 may bring third party proceedings against the decision
re-establishing the rights of the applicant for or proprietor of a Com-
munity trade mark within a period of two months as from the date of
publication of the mention of re-establishment of those rights.

8. Nothing in this Article shall limit the right of a Member State to
grant restitutio in integrum in respect of time limits provided for in this
Regulation and to be observed vis-a-vis the authorities of such State.

Article 79
Reference to general principles

In the absence of procedural provisions in this Regulation, the Im-
plementing Regulation, the fees regulations or the rules of procedure
of the Boards of Appeal, the Office shall take into account the princi-
ples of procedural law generally recognized in the Member States.
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Article 80
Termination of financial obligations

1. Rights of the Office to the payment of a fee shall be extinguished
after four years from the end of the calendar year in which the fee fell
due.

2. Rights against the Office for the refunding of fees or sums of
money paid in excess of a fee shall be extinguished after four years
from the end of the calendar year in which the right arose.

3. The period laid down in paragraphs 1 and 2 shall be interrupted
in the case covered by paragraph 1 by a request for payment of the fee
and in the case covered by paragraph 2 by a reasoned claim in writing.
On interruption it shall begin again immediately and shall end at the
latest six years after the end of the year in which it originally began,
unless, in the meantime, judicial proceedings to enforce the right have
begun,; in this case the period shall end at the earliest one year after the
judgement has acquired the authority of a final decision.

SECTION 2
COSTS
Article 81
Costs

1. The losing party in opposition proceedings, proceedings for revo-
cation, proceedings for a declaration of invalidity or appeal proceedings
shall bear the fees incurred by the other party as well as all costs, with-
out prejudice to Article 115 (6), incurred by him essential to the pro-
ceedings, including travel and subsistence and the remuneration of an
agent, adviser or advocate, within the limits of the scales set for each
category of costs under the conditions laid down in the Implementing
Regulation.

2. However, where each party succeeds on some and fails on other
heads, or if reasons of equity so dictate, the Opposition Division, Can-
cellation Division or Board of Appeal shall decide a different appor-
tionment of costs.

3. The party who terminates the proceedings by withdrawing the
Community trade mark application, the opposition, the application for
revocation of rights, the application for a declaration of invalidity or
the appeal, or by not renewing registration of the Community trade
mark or by surrendering the Community trade mark, shall bear the fees
and the costs incurred by the other party as stipulated in paragraphs 1
and 2.

4, Where a case does not proceed to judgment the costs shall be at
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the discretion of the Opposition Division, Cancellation Division or
Board of Appeal.

5. Where the parties conclude before the Opposition Division, Can-
cellation Division or Board of Appeal a settlement of costs differing
from that provided for in the preceding paragraphs, the department
concerned shall take note of that agreement.

6. On request the registry of the Opposition Division or Cancella-
tion Division or Board of Appeal shall fix the amount of the costs to be
paid pursuant to the preceding paragraphs. The amount so determined
may be reviewed by a decision of the Opposition Division or Cancella-
tion Division or Board of Appeal on a request filed within the pre-
scribed period.

Article 82
Enforcement of decisions fixing the amount of costs

1. Any final decision of the Office fixing the amount of costs shall
be enforceable.

2. Enforcement shall be governed by the rules of civil procedure in
force in the State in the territory of which it is carried out. The order
for its enforcement shall be appended to the decision, without other
formality than verification of the authenticity of the decision, by the na-
tional authority which the Government of each Member State shall
designate for this purpose and shall make known to the Office and to
the Court of Justice.

3. When these formalities have been completed on application by
the party concerned, the latter may proceed to enforcement in accor-
dance with the national law, by bringing the matter directly before the
competent authority.

4, Enforcement may be suspended only by a decision of the Court
of Justice. However, the courts of the country concerned shall have ju-
risdiction over complaints that enforcement is being carried out in an
irregular manner.

SECTION 3
INFORMATION OF THE PUBLIC AND OF THE OFFICIAL
AUTHORITIES OF THE MEMBER STATES
Article 83
Register of Community trade marks

The Office shall keep a register to the known as the Register of
Community trade marks, which shall contain those particulars the regis-
tration or inclusion of which is provided for by this Regulation or by
the Implementing Regulation. The Register shall be open to public in-
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spection.
Article 84
Inspection of files

1. The files relating to Community trade mark applications which
have not yet been published shall not be made available for inspection
without the consent of the applicant.

2. Any person who can prove that the applicant for a Community
trade mark has stated that after the trade mark has been registered he
will invoke the rights under it against him may obtain inspection of the
files prior to the publication of that application and without the consent
of the applicant.

3. Subsequent to the publication of the Community trade mark ap-
plication, the files relating to such application and the resulting trade
mark may be inspected on request.

4. However, where the files are inspected pursuant to paragraphs 2
or 3, certain documents in the file may be withheld from inspection in
accordance with the provisions of the Implementing Regulation.

Article 85
Periodical publications

The Office shall periodically publish:

(a) a Community Trade Marks Bulletin containing entries made in
the Register of Community trade marks as well as other particulars the
publication of which is prescribed by this Regulation or by the Imple-
menting Regulation;

(b) an Official Journal containing notices and information of a gen-
eral character issued by the President of the Office, as well as any other
information relevant to this Regulation or its implementation.

Article 86
Administrative cooperation

Unless otherwise provided in this Regulation or in national laws,
the Office and the courts or authorities of the Member States shall on
request give assistance to each other by communicating information or
opening files for inspection. Where the Office lays files open to inspec-
tion by courts, Public Prosecutors’ Offices or central industrial property
offices, the inspection shall not be subject to the restrictions laid down
in Article 84.

Article 87
Exchange of publications

1. The Office and the central industrial property offices of the

Member States shall despatch to each other on request and for their
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own use one or more copies of their respective publications free of
charge.

2. The Office may conclude agreements relating to the exchange or
supply of publications.

SECTION 4
REPRESENTATION
Article 88
General principles of representation

1. Subject to the provisions of paragraph 2, no person shall be com-
pelled to be represented before the Office.

2. Without prejudice to paragraph 3, second sentence, natural or le-
gal persons not having either their domicile or their principal place of
business or a real and effective industrial or commercial establishment
in the Community must be represented before the Office in accordance
with Article 89 (1) in all proceedings established by this Regulation,
other than in filing an application for a Community trade mark; the
Implementing Regulation may permit other exceptions.

3. Natural or legal persons having their domicile or principal place
of business or a real and effective industrial or commercial establish-
ment in the Community may be represented before the Office by an
employee, who must file with it a signed authorization for insertion on
the files, the details of which are set out in the Implementing Regula-
tion. An employee of a legal person to which this paragraph applies
may also represent other legal persons which have economic connec-
tions with the first legal person, even if those other legal persons have
neither their domicile nor their principal place of business nor a real
and effective industrial or commercial establishment within the Com-
munity.

Article 89
Professional representatives

1. Representation of natural or legal persons before the Office may
only be undertaken by;

(a) any legal practitioner qualified in one of the Member States and
having his place of business within the Community, to the extent that
he is entitled, within the said State, to act as a representative in trade
mark matters; or

(b) professional representatives whose names appear on the list
maintained for this purpose by the Office. Representatives acting be-
fore the Office must file with it a signed authorization for insertion on
the files, the details of which are set out in the Implementing Regula-
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tion.

2. Any natural person who fulfils the following conditions may be
entered on the list of professional representatives:

(a) he must be a national of one of the Member States;

(b) he must have his place of business or employment in the Com-
munity;

(c) he must be entitled to represent natural or legal persons in trade
mark matters before the central industrial property office of the Mem-
ber State in which he has his place of business or employment. Where,
in that State, the entitlement is not conditional upon the requirement of
special professional qualifications, persons applying to be entered on
the list who act in trade mark matters before the central industrial
property office of the said State must have habitually so acted for at
least five years. However, persons whose professional qualification to
represent natural or legal persons in trade mark matters before the cen-
tral industrial property office of one of the Member States is officially
recognized in accordance with the regulations laid down by such State
shall not be subject to the condition of having exercised the profession.

3. Entry shall be effected upon request, accompanied by a certificate
furnished by the central industrial property office of the Member State
concerned, which must indicate that the conditions laid down in para-
graph 2 are fulfilled.

4. The President of the Office may grant exemption from:

(a) the requirement of paragraph 2 (c), second sentence, if the ap-
plicant furnishes proof that he has acquired the requisite qualification
in another way;

(b) the requirement of paragraph 2 (a) in special circumstances.

5. The conditions under which a person may be removed from the
list of professional representatives shall be laid down in the Imple-
menting Regulation.

TITLE X
JURISDICTION AND PROCEDURE IN LEGAL ACTIONS

RELATING TO COMMUNITY TRADE MARKS
SECTION 1
APPLICATION OF THE CONVENTION ON JURISDICTION
AND ENFORCEMENT
Article 90
Application of the Convention on Jurisdiction and Enforcement
1. Unless otherwise specified in this Regulation, the Convention on
Jurisdiction and the Enforcement of Judgments in Civil and Commer-
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cial Matters, signed in Brussels on 27 September 1968, as amended by
the Conventions on the Accession to that Convention of the States ac-
ceding to the European Communities, the whole of which Convention
and of which Conventions of Accession are hereinafter referred to as
the ‘Convention on Jurisdiction and Enforcement’, shall apply to pro-
ceedings relating to Community trade marks and applications for
Community trade marks, as well as to proceedings relating to simulta-
neous and successive actions on the basis of Community trade marks
and national trade marks.

2. In the case of proceedings in respect of the actions and claims re-
ferred to in Article 92:

(a) Articles 2, 4, 5 (1), (3), (4) and (5) and Article 24 of the Conven-
tion on Jurisdiction and Enforcement shall not apply;

(b) Articles 17 and 18 of that Convention shall apply subject to the
limitations in Article 93 (4) of this Regulation;

(c) the provisions of Title II of that Convention which are applica-
ble to persons domiciled in a Member State shall also be applicable to
persons who do not have a domicile in any Member State but have an
establishment therein.

SECTION 2
DISPUTES CONCERNING THE INFRINGEMENT AND
VALIDITY OF COMMUNITY TRADE MARKS
Article 91
Community trade mark courts

1. The Member States shall designate in their territories as limited a
number as possible of national courts and tribunals of first and second
instance, hereinafter referred to as ‘Community trade mark courts’,
which shall perform the functions assigned to them by this Regulation.

2. Each Member State shall communicate to the Commission within
three years of the entry into force of this Regulation a list of Commu-
nity trade mark courts indicating their names and their territorial juris-
diction.

3. Any change made after communication of the list referred to in
paragraph 2 in the number, names or territorial jurisdiction of the
courts shall be notified without delay by the Member State concerned
to the Commission.

4. The information referred to in paragraphs 2 and 3 shall be noti-
fied by the Commission to the Member States and published in the Of-
ficial Journal of the European Communities.

5. As long as a Member State has not communicated the list as
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stipulated in paragraph 2, jurisdiction for any proceedings resulting
from an action or application covered by Article 92, and for which the
courts of that State have jurisdiction under Article 93, shall lie with that
court of the State in question which would have jurisdiction ratione loci
and ratione materiae in the case of proceedings relating to a national
trade mark registered in that State.
Article 92
Jurisdiction over infringement and validity

The Community trade mark courts shall have exclusive jurisdiction:

(a) for all infringement actions and—if they are permitted under na-
tional law—actions in respect of threatened infringement relating to
Community trade marks;

(b) for actions for declaration of non-infringement, if they are per-
mitted under national law;

(c) for all actions brought as a result of acts referred to in Article 9
(3), second sentence;

(d) for counterclaims for revocation or for a declaration of invalid-
ity of the Community trade mark pursuant to Article 96.

Article 93
International jurisdiction

1. Subject to the provisions of this Regulation as well as to any pro-
visions of the Convention on Jurisdiction and Enforcement applicable
by virtue of Article 90, proceedings in respect of the actions and claims
referred to in Article 92 shall be brought in the courts of the Member
State in which the defendant is domiciled or, if he is not domiciled in
any of the Member States, in which he has an establishment.

2. If the defendant is neither domiciled nor has an establishment in
any of the Member States, such proceedings shall be brought in the
courts of the Member State in which the plaintiff is domiciled or, if he is
not domiciled in any of the Member States, in which he has an estab-
lishment.

3. If neither the defendant nor the plaintiff is so domiciled or has
such an establishment, such proceedings shall be brought in the courts
of the Member State where the Office has its seat.

4. Notwithstanding the provisions of paragraphs 1, 2 and 3:

(a) Article 17 of the Convention on Jurisdiction and Enforcement
shall apply if the parties agree that a different Community trade mark
court shall have jurisdiction;

(b) Article 18 of that Convention shall apply if the defendant enters
an appearance before a different Community trade mark court.
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5. Proceedings in respect of the actions and claims referred to in Ar-
ticle 92, with the exception of actions for a declaration of
non-infringement of a Community trade mark, may also be brought in
the courts of the Member State in which the act of infringement has
been committed or threatened, or in which an act within the meaning of
Article 9 (3), second sentence, has been committed.

Article 94
Extent of jurisdiction

1. A Community trade mark court whose jurisdiction is based on
Article 93 (1) to (4) shall have jurisdiction in respect of:

— acts of infringement committed or threatened within the territory
of any of the Member States,

— acts within the meaning of Article 9 (3), second sentence, com-
mitted within the territory of any of the Member States.

2. A Community trade mark court whose jurisdiction is based on
Article 93 (5) shall have jurisdiction only in respect of acts committed
or threatened within the territory of the Member State in which that
court is situated.

Article 95
Presumption of validity—Defence as to the merits

1. The Community trade mark courts shall treat the Community
trade mark as valid unless its validity is put in issue by the defendant
with a counterclaim for revocation or for a declaration of invalidity.

2. The validity of a Community trade mark may not be put in issue
in an action for a declaration of non-infringement.

3. In the actions referred to in Article 92 (2) and (c) a plea relating
to revocation or invalidity of the Community trade mark submitted
otherwise than by way of a counterclaim shall be admissible in so far as
the defendant claims that the rights of the proprietor of the Community
trade mark could be revoked for lack of use or that Community trade
mark could be declared invalid on account of an earlier right of the de-
fendant.

Article 96
Counterclaims

1. A counterclaim for revocation or for a declaration of invalidity
may only be based on the grounds for revocation or invalidity men-
tioned in this Regulation.

2. A Community trade mark court shall reject a counterclaim for
revocation or for a declaration of invalidity if a decision taken by the
Office relating to the same subject matter and cause of action and in-
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volving the same parties has already become final.

3. If the counterclaim is brought in a legal action to which the pro-
prietor of the trade mark is not already a party, he shall be informed
thereof and may be joined as a party to the action in accordance with
the conditions set out in national law.

4, The Community trade mark court with which a counterclaim for
revocation or for a declaration of invalidity of the Community trade
mark has been filed shall inform the Office of the date on which the
counterclaim was filed. The latter shall record this fact in the Register
of Community trade marks.

5. Article 56 (3), (4), (5) and (6) shall apply.

6. Where a Community trade mark court has given a judgment
which has become final on a counterclaim for revocation or for invalid-
ity of a Community trade mark, a copy of the judgment shall be sent to
the Office. Any party may request information about such transmis-
sion. The Office shall mention the judgment in the Register of Com-
munity trade marks in accordance with the provisions of the Imple-
menting Regulation.

7. The Community trade mark court hearing a counterclaim for
revocation or for a declaration of invalidity may stay the proceedings
on application by the proprietor of the Community trade mark and af-
ter hearing the other parties and may request the defendant to submit
an application for revocation or for a declaration of invalidity to the
Office within a time limit which it shall determine. If the application is
not made within the time limit, the proceedings shall continue; the
counterclaim shall be deemed withdrawn. Article 100 (3) shall apply.

Article 97
Applicable law

1. The Community trade mark courts shall apply the provisions of
this Regulation. ,

2. On all matters not covered by this Regulation a Community trade

mark court shall apply its national law, including its private interna-
tional law.

3. Unless otherwise provided in this Regulation, a Community trade
mark court shall apply the rules of procedure governing the same type
of action relating to a national trade mark in the Member State where it
has its seat.

Article 98
Sanctions
1. Where a Community trade mark court finds that the defendant
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has infringed or threatened to infringe a Community trade mark, it
shall, unless there are special reasons for not doing so, issue an order
prohibiting the defendant from proceeding with the acts which in-
fringed or would infringe the Community trade mark, It shall also take
such measures in accordance with its national law as are aimed at en-
suring that this prohibition is complied with.

2. In all other respects the Community trade mark court shall apply
the law of the Member State to which the acts of infringement or
threatened infringement were committed, including the private interna-
tional law.

Article 99
Provisional and protective measures

1. Application may be made to the courts of a Member State, in-
cluding Community trade mark courts, for such provisional, including
protective, measures in respect of a Community trade mark or Com-
munity trade mark application as may be available under the law of
that State in respect of a national trade mark, even if, under this Regu-
lation, a Community trade mark court of another Member State has ju-
risdiction as to the substance of the matter.

2, A Community trade mark court whose jurisdiction is based on
Article 93 (1), (2), (3) or (4) shall have jurisdiction to grant provisional
and protective measures which, subject to any necessary procedure for
recognition and enforcement pursuant to Title IIT of the Convention on
Jurisdiction and Enforcement, are applicable in the territory of any
Member State. No other court shall have such jurisdiction.

Article 100

Specific rules on related actions

1. A Community trade mark court hearing an action referred to in
Article 92, other than an action for a declaration of non-infringement
shall, unless there are special grounds for continuing the hearing, of its
own motion after hearing the parties or at the request of one of the par-
ties and after hearing the other parties, stay the proceedings where the
validity of the Community trade mark is already in issue before another
Community trade mark court on account of a counterclaim or where an
application for revocation or for a declaration of invalidity has already
been filed at the Office.

2. The Office, when hearing an application for revocation or for
declaration of invalidity shall, unless there are special grounds for con-
tinuing the hearing, of its own motion after hearing the parties or at the
request of one of the parties and after hearing the other parties, stay
the proceedings where the validity of the Community trade mark is al-
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ready in issue on account of a counterclaim before a Community trade
mark court. However, if one of the parties to the proceedings before
the Community trade mark court so requests, the court may, after
hearing the other parties to these proceedings, stay the proceedings.
The Office shall in this instance continue the proceedings pending be-
fore it.

3. Where the Community trade mark court stays the proceedings it
may order provisional and protective measures for the duration of the
stay.

Article 101

Jurisdiction of Community trade mark courts of second instance—
Further appeal

1. An appeal to the Community trade mark courts of second in-
stance shall lie from judgments of the Community trade mark courts of
first instance in respect of proceedings arising from the actions and
claims referred to in Article 92.

2. The conditions under which an appeal may be lodged with a .
Community trade mark court of second instance shall be determined by
the national law of the Member State in which that court is located.

3. The national rules concerning further appeal shall be applicable
in respect of judgments of Community trade mark courts of second in-
stance.

SECTION 3
OTHER DISPUTES CONCERNING COMMUNITY TRADE
MARKS
Article 102
Supplementary provisions on the jurisdiction of national courts
other than Community frade mark courts

1. Within the Member State whose courts have jurisdiction under
Article 90 (1) those courts shall have jurisdiction for actions other than
those referred to in Article 92, which would have jurisdiction ratione
loci and ratione materiae in the case of actions relating to a natlonal
trade mark registered in that State.

2. Actions relating to a Community trade mark, other than those re-
ferred to in Article 92, for which no court has jurisdiction under Article
90 (1) and paragraph 1 of this Article may be heard before the courts of
the Member State in which the Office has its seat.

Article 103
Obligation of the national court
A national court which is dealing with an action relating to a2 Com-
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munity trade mark, other than the action referred to in Article 92, shall
treat the trade mark as valid.
SECTION 4
TRANSITIONAL PROVISION
Article 104

Transitional provision relating to the application of the Convention

on Jurisdiction and Enforcement

The provisions of the Convention on Jurisdiction and Enforcement
which are rendered applicable by the preceding Articles shall have ef-
fect in respect of any Member State solely in the text of the Convention
which is in force in respect of that State at any given time.

TITLE XI
EFFECTS ON THE LAWS OF THE MEMBER STATES
' SECTION 1
CIVIL ACTIONS ON THE BASIS OF MORE THAN ONE

TRADE MARK

Article 105
Simultaneous and successive civil actions on the basis of Commu-
nity trade marks and national trade marks

1. Where actions for infringement involving the same cause of ac-
tion and between the same parties are brought in the courts of different
Member States, one seized on the basis of a Community trade mark
and the other seized on the basis of a national trade mark:

(a) the court other than the court first seized shall of its own motion
decline jurisdiction in favour of that court where the trade marks con-
cerned are identical and valid for identical goods or services. The court
which would be required to decline jurisdiction may stay its proceed-
ings if the jurisdiction of the other court is contested;

(b) the court other than the court first seized may stay its proceed-
ings where the trade marks concerned are identical and valid for similar
goods or services and where the trade marks concerned are similar and
valid for identical or similar goods or services.

2. The court hearing an action for infringement on the basis of a
Community trade mark shall reject the action if a final judgment on the
merits has been given on the same cause of action and between the
same parties on the basis of an identical national trade mark valid for
identical goods or services.

3. The court hearing an action for infringement on the basis of a na-

tional trade mark shall reject the action if a final judgment on the mer-
its has been given on the same cause of action and between the same
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parties on the basis of an identical Community trade mark valid for
identical goods or services.

4. Paragraphs 1, 2 and 3 shall not apply in respect of provisional, in-
cluding protective, measures.

SECTION 2
APPLICATION OF NATIONAL LAWS FOR THE PURPOSE
OF PROHIBITING THE USE OF COMMUNITY TRADE MARKS
Article 106
Prohibition of use of Community trade marks

1. This Regulation shall, unless otherwise provided for, not affect
the right existing under the laws of the Member States to invoke claims
for infringement of earlier rights within the meaning of Article 8 or Ar-
ticle 52 (2) in relation to the use of a later Community trade mark.
Claims for infringement of earlier rights within the meaning of Article 8
(2) and (4) may, however, no longer be invoked if the proprietor of the
earlier right may no longer apply for a declaration that the Community
trade mark is invalid in accordance with Article 53 (2).

2. This Regulation shall, unless otherwise provided for, not affect
the right to bring proceedings under the civil, administrative or criminal
law of a Member State or under provisions of Community law for the
purpose of prohibiting the use of a Community trade mark to the ex-
tent that the use of a national trade mark may be prohibited under the

law of that Member State or under Community law.
Article 107
Prior rights applicable to particular localities

1. The proprietor of an earlier right which only applies to a par-
ticular locality may oppose the use of the Community trade mark in the
territory where his right is protected in so far as the law of the Member
State concerned so permits.

2. Paragraph 1 shall cease to apply if the proprietor of the earlier
right has acquiesced in the use of the Community trade mark in the ter-
ritory where his right is protected for a period of five successive years,
being aware of such use, unless the Community trade mark was applied
for in bad faith.

3. The proprietor of the Community trade mark shall not be enti-
tled to oppose use of the right referred to in paragraph 1 even though
that right may no longer be invoked against the Community trade
mark.
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SECTION 3
CONVERSION INTO A NATIONAL TRADE MARK
APPLICATION
Article 108
Request for the application of national procedure

1. The applicant for or proprietor of a Community trade mark may
request the conversion of his Community trade mark application or
Community trade mark into a national trade mark application

(a) to the extent that the Community trade mark application is re-
fused, withdrawn, or deemed to be withdrawn;

(b) to the extent that the Community trade mark ceases to have ef-
fect.

2. Conversion shall not take place:

(a) where the rights of the proprietor of the Community trade mark
have been revoked on the grounds of non-use, unless in the Member
State for which conversion is requested the Community trade mark has
been put to use which would be considered to be genuine use under the
laws of that Member State;

(b) for the purpose of protection in a Member State in which, in ac-
cordance with the decision of the Office or of the national court,
grounds for refusal of registration or grounds for revocation or invalid-
ity apply to the Community trade mark application or Community
trade mark.

3. The national trade mark application resulting from the conver-
sion of a Community trade mark application or a Community trade
mark shall enjoy in respect of the Member State concerned the date of
filing or the date of priority of that application or trade mark and,
where appropriate, the seniority of a trade mark of that State claimed
under Article 34 or 35.

4. Where:

— the Community trade mark application is deemed to be with-
drawn or is refused by a decision of the Office which has become final,

— the Community trade mark ceases to have effect as a result of a
decision of the Office which has become final or as a result of registra-
tion of surrender of the Community trade mark,

the Office shall notify to the applicant or proprietor a communica-
tion fixing a period of three months from the date of that communica-
tion in which a request for conversion may be filed.

5. Where the Community trade mark application is withdrawn or
the Community trade mark ceases to have effect as a result of failure to
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renew the registration, the request for conversion shall be filed within
three months after the date on which the Community trade mark appli-
cation is withdrawn or on which the registration of the Community
trade mark expires.

6. Where the Community trade mark ceases to have effect as a re-
sult of a decision of a national court, the request for conversion shall be
filed within three months after the date on which that decision acquired
the authority of a final decision.

7. The effect referred to in Article 32 shall lapse if the request is not

filed in due time.
Article 109

Submission, publication and transmission of the request for conver-

sion

1. A request for conversion shall be filed with the Office and shall
specify the Member States in which application of the procedure for
registration of a national trade matk is desired. The request shall not be
deemed to be filed until the conversion fee has been paid. ‘

2. If the Community trade mark application has been published, re-
ceipt of any such request shall be recorded in the Register of Commu-
nity trade marks and the request for conversion shall be published.

3. The Office shall check whether conversion may be requested in
accordance with Article 108 (1), whether the request has been filed
within the period laid down in Article 108 (4), (5) or (6), as the case
may be, and whether the conversion fee has been paid. If these condi-
tions are fulfilled, the Office shall transmit the request to the central
industrial property offices of the States specified therein. At the request
of the central industrial property office of a State concerned, the Office
shall give it any information enabling that office to decide as to the ad-
missibility of the request.

Article 110
Formal requirements for conversion

1. Any central industrial property office to which the request is
transmitted shall decide as to its admissibility,

2. A Community trade mark application or a Community trade
mark transmitted in accordance with Article 109 shall not be subjected
to formal requirements of national law which are different from or ad-
ditional to those provided for in this Regulation or in the Implementing
Regulation.

3. Any central industrial property office to which the request is
transmitted may require that the applicant shall, within not less than
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two months:

(a) pay the national application fee;

(b) file a translation in one of the official languages of the State in
question of the request and of the documents accompanying it;

(c) indicate an address for service in the State in question;

(d) supply a representation of the trade mark in the number of
copies specified by the State in question.

TITLE XII
THE OFFICE
SECTION 1
GENERAL PROVISIONS
Article 111
Legal status

1. The Office shall be a body of the Community. It shall have legal
personality.

2. In each of the Member States the Office shall enjoy the most ex-
tensive legal capacity accorded to legal persons under their laws; it may,
in particular, acquire or dispose of movable and immovable property
and may be a party to legal proceedings.

3. The Office shall be represented by its President.

Article 112
Staff

1. The Staff Regulations of officials of the European Communities,
the Conditions of Employment of other servants of the European
Communities, and the rules adopted by agreement between the Institu-
tions of the European Communities for giving effect to those Staff
Regulations and Conditions of Employment shall apply to the staff of
the Office, without prejudice to the application of Article 131 to the
members of the Boards of Appeal.

2. Without prejudice to Article 120, the powers conferred on each
Institution by the Staff Regulations and by the Conditions of Employ-
ment of other servants shall be exercised by the Office in respect of its
staff.

Article 113
Privileges and immunities
The Protocol on the Privileges and Immunities of the European
Communities shall apply to the Office.
Article 114
Liability
1. The contractual liability of the Office shall be governed by the
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law applicable to the contract in question.

2. The Court of Justice shall be competent to give judgment pursu-
ant to any arbitration clause contained in a contract concluded by the
Office.

3. In the case of non-contractual liability, the Office shall, in accor-
dance with the general principles common to the laws of the Member
States, make good any damage caused by its departments or by its ser-
vants in the performance of their duties.

4. The Court of Justice shall have jurisdiction in disputes relating to
compensation for the damage referred to in paragraph 3.

5. The personal liability of its servants towards the Office shall be
governed by the provisions laid down in their Staff Regulations or in
the Conditions of Employment applicable to them.

Article 115
Languages

1. The application for a Community trade mark shall be filed in one
of the official languages of the European Community.

2. The languages of the Office shall be English, French, German,
Italian and Spanish.

3. The applicant must indicate a second language which shall be a
language of the Office the use of which he accepts as a possible lan-
guage of proceedings for opposition, revocation or invalidity proceed-
ings.

If the application was filed in a language which is not one of the
languages of the Office, the Office shall arrange to have the application,
as described in Article 26 (1), translated into the language indicated by
the applicant.

4. Where the applicant for a Community trade mark is the sole
party to proceedings before the Office, the language of proceedings
shall be the language used for filing the application for a Community
trade mark. If the application was made in a language other than the
languages of the Office, the Office may send written communications to
the applicant in the second language indicated by the applicant in his
application.

5. The notice of opposition and an application for revocation or in-
validity shall be filed in one of the languages of the Office.

6. If the language chosen, in accordance with paragraph 5, for the
notice of opposition or the application for revocation or invalidity is the
language of the application for a trade mark or the second language in-
dicated when the application was filed, that language shall be the lan-
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guage of the proceedings.

If the language chosen, in accordance with paragraph 5, for the no-
tice of opposition or the application for revocation or invalidity is nei-
ther the language of the application for a trade mark nor the second
language indicated when the application was filed, the opposing party
or the party seeking revocation or invalidity shall be required to pro-
duce, at his own expense, a translation of his application either into the
language of the application for a trade mark, provided that it is a lan-
guage of the Office, or into the second language indicated when the ap-
plication was filed. The translation shall be produced within the period
prescribed in the implementing regulation. The language into which the
application has been translated shall then become the language of the
proceedings.

7. Parties to opposition, revocation, invalidity or appeal proceedings
may agree that a different official language of the European Commu-
nity is to be the language of the proceedings.

Article 116

Publication; entries in the Register

1. An application for a Community trade mark, as described in Ar-
ticle 26 (1), and all other information the publication of which is pre-
scribed by this Regulation or the implementing regulation, shall be
published in all the official languages of the European Community.

2. All entries in the Register of Community trade marks shall be
made in all the official languages of the European Community.

3. In cases of doubt, the text in the language of the Office in which
the application for the Community trade mark was filed shall be
authentic. If the application was filed in an official language of the
European Community other than one of the languages of the Office,
the text in the second language indicated by the applicant shall be
authentic.

Article 117

The translation services required for the functioning of the Office
shall be provided by the Translation Centre of the Bodies of the Union
once this begins operation.

Article 118
Control of legality

1. The Commission shall check the legality of those acts of the
President of the Office in respect of which Community law does not
provide for any check on legality by another body and of acts of the
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Budget Committee attached to the Office pursuant to Article 133.

2. It shall require that any unlawful acts as referred to in paragraph
1 be altered or annulled.

3. Member States and any person directly and personally involved
may refer to the Commission any act as referred to in paragraph 1,
whether express or implied, for the Commission to examine the legality
of that act. Referral shall be made to the Commission within 15 days of
the day on which the party concerned first became aware of the act in
question. The Commission shall take a decision within one month. If
no decision has been taken within this period, the case shall be deemed
to have been dismissed.

SECTION 2
MANAGEMENT OF THE OFFICE
Article 119
Powers of the President

1. The Office shall be managed by the President.

2. To this end the President shall have in particular the following
functions and powers:

() he shall take all necessary steps, including the adoption of inter-
nal administrative instructions and the publication of notices, to ensure
the functioning of the Office;

(b) he may place before the Commission any proposal to amend
this Regulation, the Implementing Regulation, the rules of procedure
of the Boards of Appeal, the fees regulations and any other rules ap-
plying to Community trade marks after consulting the Administrative
Board and, in the case of the fees regulations and the budgetary provi-
sions of this Regulation, the Budget Committee;

(c) he shall draw up the estimates of the revenue and expenditure of
the Office and shall implement the budget;

(d) he shall submit a management report to the Commission, the
European Parliament and the Administrative Board each year;

(e) he shall exercise in respect of the staff the powers laid down in
Article 112 (2);

(f) he may delegate his powers.

3. The President shall be assisted by one or more Vice-Presidents. If
the President is absent or indisposed, the Vice-President or one of the
Vice-Presidents shall take his place in accordance with the procedure
laid down by the Administrative Board.
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Article 120
Appointment of senior officials

1. The President of the Office shall be appointed by the Council
from a list of at most three candidates, which shall be prepared by the
Administrative Board. Power to dismiss the President shall lie with the
Council, acting on a proposal from the Administrative Board.

2. The term of office of the President shall not exceed five years.
This term of office shall be renewable.

3. The Vice-President or Vice-Presidents of the Office shall be ap-
pointed or dismissed as in paragraph 1, after consultation of the Presi-
dent.

4. The Council shall exercise disciplinary authority over the officials
referred to in paragraphs 1 and 3 of this Article.

SECTION 3
ADMINISTRATIVE BOARD
Article 121
Creation and powers

1. An Administrative Board is hereby set up, attached to the Office.
Without prejudice to the powers attributed to the Budget Committee in
Section 5—budget and financial control—the Administrative Board
shall have the powers defined below.

2. The Administrative Board shall draw up the lists of candidates
provided for in Article 120.

3. It shall fix the date for the first filing of Community trade mark
applications, pursuant to Article 143 (3).

4. 1t shall advise the President on matters for which the Office is re-
sponsible.

5. It shall be consulted before adoption of the guidelines for exami-
nation in the Office and in the other cases provided for in this Regula-
tion.

6. It may deliver opinions and requests for information to the Presi-
dent and to the Commission where it considers that this is necessary.

Article 122
Composition

1. The Administrative Board shall be composed of one representa-
tive of each Member State and one representative of the Commission
and their alternates.

2. The members of the Administrative Board may, subject to the
provisions of its rules of procedure, be assisted by advisers or experts.
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Article 123
Chairmanship

1. The Administrative Board shall elect a chairman and a deputy
chairman from among its members. The deputy chairman shall ex offi-
cio replace the chairman in the event of his being prevented from at-
tending to his duties.

2. The duration of the terms of office of the chairman and the dep-
uty chairman shall be three years. The terms of office shall be renew-
able.

Article 124
Meetings

1. Meetings of the Administrative Board shall be convened by its
chairman, '

2. The President of the Office shall take part in the deliberations,
unless the Administrative Board decides otherwise.

3. The Administrative Board shall hold an ordinary meeting once a
year; in addition, it shall meet on the initiative of its chairman or at the
request of the Commission or of one-third of the Member States.

4. The Administrative Board shall adopt rules of procedure.

5. The Administrative Board shall take its decisions by a simple
majority of the representatives of the Member States. However, a ma-
jority of three-quarters of the representatives of the Member States
shall be required for the decisions which the Administrative Board is
empowered to take under Article 120 (1) and (3). In both cases each
Member State shall have one vote.

6. The Administrative Board may invite observers to attend its
meetings.

7. The Secretariat for the Administrative Board shall be provided
by the Office.

SECTION 4
IMPLEMENTATION GF PROCEDURES
Article 125
Competence

For taking decisions in connection with the procedures laid down in
this Regulation, the following shall be competent:

(a) Examiners;

(b) Opposition Divisions;

(c) an Administration of Trade Marks and Legal Division;

(d) Cancellation Divisions;

(e) Boards of Appeal.
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Article 126
Examiners
An examiner shall be responsible for taking decisions on behalf of
the Office in relation to an application for registration of a Community
trade mark, including the matters referred to in Articles 36, 37, 38 and
66, except in so far as an Opposition Division is responsible.
Article 127
Opposition Divisions
1. An Opposition Division shall be responsible for taking decisions
on an opposition to an application to register a Community trade mark.
2. An Opposition Division shall consist of three members. At least
one of the members must be legally qualified.
Article 128
Administration of Trade Marks and Legal Division
1. The Administration of Trade Marks and Legal Division shall be
responsible for those decisions required by this Regulation which do
not fall within the competence of an examiner, an Opposition Division
or a Cancellation Division. It shall in particular be responsible for deci-
sions in respect of entries in the Register of Community trade marks.
2. It shall also be responsible for keeping the list of professional
representatives which is referred to in Article 89.
3. A decision of the Division shall be taken by one member.
Article 129
Cancellation Divisions
1. A Cancellation Division shall be responsible for taking decisions
in relation to an application for the revocation or declaration of inva-
lidity of a Community trade mark.
2. A Cancellation Division shall consist of three members. At least
one of the members must be legally qualified.
Article 130
Boards of Appeal
1. The Boards of Appeal shall be responsible for deciding on ap-
peals from decisions of the examiners, Opposition Divisions, Admini-
stration of Trade Marks and Legal Division and Cancellation Divisions.
2. A Board of Appeal shall consist of three members. At least two
of the members must be legally qualified.
Article 131
Independence of the members of the Boards of Appeal
1. The members, including the chairmen, of the Boards of Appeal
shall be appointed, in accordance with the procedure laid down in Arti-
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cle 120, for the appointment of the President of the Office, for a term of
five years. They may not be removed from office during this term, un-
less there are serious grounds for such removal and the Court of Jus-
tice, on application by the body which appointed them, takes a decision
to this effect. Their term of office shall be renewable.

2. The members of the Boards of Appeal shall be independent. In
their decisions they shall not be bound by any instructions.

3. The members of the Boards of Appeal may not be examiners or
members of the Opposition Divisions, Administration of Trade Marks
and Legal Division or Cancellation Divisions.

Article 132
Exclusion and objection

1. Examiners and members of the Divisions set up within the Office
or of the Boards of Appeal may not take part in any proceedings if they
have any personal interest therein, or if they have previously been in-
volved as representatives of one of the parties. Two of the three mem-
bers of an Opposition Division shall not have taken part in examining
the application. Members of the Cancellation Divisions may not take
part in any proceedings if they have participated in the final decision on
the case in the proceedings for registration or opposition proceedings.
Members of the Boards of Appeal may not take part in appeal pro-
ceedings if they participated in the decision under appeal.

2. If, for one of the reasons mentioned in paragraph 1 or for any
other reason, a member of a Division or of a Board of Appeal consid-
ers that he should not take part in any proceedings, he shall inform the
Division or Board accordingly.

3. Examiners and members of the Divisions or of a Board of Appeal
may be objected to by any party for one of the reasons mentioned in
paragraph 1, or if suspected of partiality. An objection shall not be ad-
missible if, while being aware of a reason for objection, the party has
taken a procedural step. No objection may be based upon the national-
ity of examiners or members.

4. The Divisions and the Boards of Appeal shall decide as to the ac-
tion to be taken in the cases specified in paragraphs 2 and 3 without the
participation of the member concerned. For the purposes of taking this
decision the member who withdraws or has been objected to shall be
replaced in the Division or Board of Appeal by his alternate.
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SECTION 5
BUDGET AND FINANCIAL CONTROL
Article 133

Budget Committee

1. A Budget Committee is hereby set up, attached to the Office. The
Budget Committee shall have the powers assigned to it in this Section
and in Article 39 (4).

2. Articles 121 (6), 122, 123 and 124 (1) to (4), (6) and (7) shall ap-
ply to the Budget Committee mutatis mutandis.

3. The Budget Committee shall take its decisions by a simple ma-
jority of the representatives of the Member States. However, a majority
of three-quarters of the representatives of the Member States shall be
required for the decisions which the Budget Committee is empowered
to take under Articles 39 (4), 135 (3) and 138. In both cases each Mem-
ber State shall have one vote.

Article 134
Budget

1. Estimates of all the Office’s revenue and expenditure shall be
prepared for each financial year and shall be shown in the Office’s
budget, and each financial year shall correspond with the calendar year.

2. The revenue and expenditure shown in the budget shall be in
balance,

3. Revenue shall comprise, without prejudice to other types of in-
come, total fees payable under the fees regulations, and, to the extent
necessary, a subsidy entered against a specific heading of the general
budget of the European Communities, Commission Section.

Article 135
Preparation of the budget

1. The President shall draw up each year an estimate of the Office’s

revenue and expenditure for the following year and shall send it to the

Budget Committee not later than 31 March in each year, together with
a list of posts.

2. Should the budget estimates provide for a Community subsidy,
the Budget Committee shall immediately forward the estimate to the
Commission, which shall forward it to the budget authority of the
Communities. The Commission may attach an opinion on the estimate
along with an alternative estimate.

3. The Budget Committee shall adopt the budget, which shall in-
clude the Office’s list of posts. Should the budget estimates contain a
subsidy from the general budget of the Communities, the Office’s
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budget shall, if necessary, be adjusted.
Article 136
Financial control

Control of commitment and payment of all expenditure and control
of the existence and recovery of all revenue of the Office shall be car-
ried out by the Financial Controller appointed by the Budget Commit-
tee.

Article 137
Auditing of accounts

1. Not later than 31 March in each year the President shall transmit
to the Commission, the European Parliament, the Budget Committee
and the Court of Auditors accounts of the Office’s total revenue and
expenditure for the preceding financial year. The Court of Auditors
shall examine them in accordance with Article 188c of the Treaty.

2. The Budget Committee shall give a discharge to the President of
the Office in respect of the implementation of the budget.

Article 138
Financial provisions

The Budget Committee shall, after consulting the Court of Auditors
of the European Communities and the Commission, adopt internal fi-
nancial provisions specifying, in particular, the procedure for estab-
lishing and implementing the Office’s budget. As far as is compatible
with the particular nature of the Office, the financial provisions shall be
based on the financial regulations adopted for other bodies set up by
the Community.

Article 139
Fees regulations

1. The fees regulations shall determine in particular the amounts of
the fees and the ways in which they are to be paid.

2. The amounts of the fees shall be fixed at such a level as to ensure
that the revenue in respect thereof is in principle sufficient for the
budget of the Office to be balanced.

3. The fees regulations shall be adopted and amended in accordance
with the procedure laid down in Article 141.

TITLE X1II
FINAL PROVISIONS
Article 140
Community implementing provisions

1. The rules implementing this Regulation shall be adopted in an

Implementing Regulation.
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2. In addition to the fees provided for in the preceding Articles, fees
shall be charged, in accordance with the detailed rules of application
laid down in the Implementing Regulation, in the cases listed below:

1. alteration of the representation of a Community trade mark;

2. late payment of the registration fee;

3. issue of a copy of the certificate of registration;

4, registration of the transfer of a Community trade mark;

5. registration of a licence or another right in respect of a Commu-
nity trade mark;

6. registration of a licence or another right in respect of an applica-
tion for a Community trade mark;

7. cancellation of the registration of a licence or another right;

8. alteration of a registered Community trade mark;

9. issue of an extract from the Register;

10. inspection of the files;

11. issue of copies of file documents;

12. issue of certified copies of the application;

13. communication of information in a file;

14. review of the determination of the procedural costs to be re-
funded.

3. The Implementing Regulation and the rules of procedure of the
Boards of Appeal shall be adopted and amended in accordance with
the procedure laid down in Article 141.

Article 141
Establishment of a committee and procedure for the adoption of
implementing regulations

1. The Commission shall be assisted by a Committee on Fees, Im-
plementation Rules and the Procedure of the Boards of Appeal of the
Office for Harmonization in the Internal Market (trade marks and de-
signs), which shall be composed of representatives of the Member
States and chaired by a representative of the Commission.

2. The representative of the Commission shall submit to the Com-
mittee a draft of the measures to be taken. The Committee shall deliver
its opinion on the draft within a time limit which the chairman may lay
down according to the urgency of the matter. The opinion shall be de-
livered by the majority laid down in Article 148 (2) of the Treaty in the
case of decisions which the Council is required to adopt on a proposal
from the Commission. The votes of the representatives of the Member
States within the Committee shall be weighted in the manner set out in
that Article. The chairman shall not vote.
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The Commission shall adopt the measures envisaged if they are in
accordance with the opinion of the Committee.

If the measures envisaged are not in accordance with the opinion of
the Committee, or if no opinion is delivered, the Commission shall,
without delay, submit to the Council a proposal relating to the meas-
ures to be taken. The Council shall act by a qualified majority.

If, on the expiry of a period of three months from the date of refer-
ral to the Council, the Council has not acted, the proposed measures
shall be adopted by the Commission, save where the Council has de-
cided against the measures by a simple majority.

Article 142
Compatibility with other Community legal provisions

This Regulation shall not affect Council Regulation (EEC) No
2081/92 on the protection of geographical indications and designations
of origin for agricultural products and foodstuffs of 14 July 1992, and in
particular Article 14 there

Article 143
Entry into force

1. This Regulation shall enter into force on the 60th day following
that of its publication in the Official Journal of the European Commu-
nities.

2. The Member States shall within three years following entry into
force of this Regulation take the necessary measures for the purpose of
implementing Articles 91 and 110 hereof and shall forthwith inform the
Commission of those measures.

3. Applications for Community trade marks may be filed at the Of-
fice from the date fixed by the Administrative Board on the recom-
mendation of the President of the Office.

4. Applications for Community trade marks filed within three
months before the date referred to in paragraph 3 shall be deemed to
have been filed on that date.

This Regulation shall be binding in its entirety and directly applica-
ble in all Member States.

Done at Brussels, 20 December 1993.

For the Council

The President

A. BOURGEOIS

Statement by the Council and the Commission on the seat of the
Office for Harmonization in the Internal Market (trade marks and de-
signs)
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‘In adopting the Regulation on the Community Trade Mark, the
Council and the Commission note:

—that the representatives of the Governments of the Member
States, meeting at Head of State and Government level on 29 October
1993, decided that the Office for Harmonization in the Internal Market
(trade marks and designs) should have its seat in Spain, in a town to be
determined by the Spanish Government;

— that the Spanish Government has designated Alicante as the seat
of the Ofiice.’
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